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KREM-KO CO. V. MILLER & SONS CO. 


Krem-Ko Co. v. R. G. Mitier & Sons, Inc. 
(68 F (2d) 872) 


United States Circuit Court of Appeals, Second Circuit 
January 15, 1934 


Unram Competirion—Desicn Patrent—“Krim-Ko” on Borriep Beveraces. 
A design patent issued to plaintiff on a bottle used by it in market- 
ing a chocolate milk beverage under the trade-mark “Krim-Ko,” held 
invalid because of want of invention. Use thereof by defendant was, 
therefore, not unlawful. 
Unram Competitrion—Use or Puarntirr’s CoNTAINER BY DEFENDANT ON 
Comretinc Propucts—APprpeaAL—AFFIRMAL. 

Plaintiff, a manufacturer of chocolate milk drinks, sold under the 
names “Krim-Ko” and “Five-O,” gave defendant by contract exclusive 
right to distribute the “Krim-Ko” product in certain territory, which 
contract was terminated by defendant on September 30, 1931, defendant 
being left with $20,000 worth of “Krim-Ko” containers. Shortly there- 
after, defendant began to put out a chocolate drink called “Chocolate 
Highball” and “Dairo” in the “Krim-Ko” bottle, after eliminating there- 
from the word “Krim-Ko” and using caps and labels of a different 
color. Held that, inasmuch as no intent to deceive was shown, and 
plaintiff's design patent on the said bottle was invalid, there was no 


unfair competition, and the decision of the District Court dismissing the 
bill was affirmed. 


In equity. Action for alleged unfair competition and for in- 


fringement of a design patent. From a decree dismissing plain- 
tiff’s bill of complaint, plaintiff appeals. Affirmed. 


Usina & Rauber, of New York City, and Bristol §& White, of 
New Haven, Conn. (Wilkinson, Huazley, Byron & Knight, 
Geo. L. Wilkinson, Chas. L. Byron, and Ralph Munden, all 
of Chicago, IIl., of counsel), for appellant. 

Cummings & Lockwood, Raymond E. Hackett, and John D. 
Walker, all of Stamford, Conn, for appellee. 


Cuase, C. J.: The plaintiff makes a chocolate syrup which is 
mixed with milk to make a chocolate drink called “Krim-Ko.” It 
has distributors who are allotted certain territory within which they 
provide dealers with “Krim-Ko” to sell to the public. The drink 
when ready for sale by the distributors is placed by them in a 
wide-mouthed transparent glass bottle, which is the subject of 
United States Design Patent No. 79,925, granted to the plaintiff 
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on November 19, 1929, as the assignor of George F. Gallagher who 
was its president. All ‘““Krim-Ko” has since been distributed in the 
bottle of this patent. Though the plaintiff has another chocolate 
drink called “Five-O” which is made to sell at five cents a bottle, 
we are here concerned only with “Krim-Ko” which is made of a 
better grade of milk and is to be sold to the public at ten cents a 
bottle. It requires a higher percentage of butter fat in the milk 
used and contains ingredients which make it unable to compete in 
price with a five-cent chocolate drink. 

The defendant was the exclusive distributor for the plaintiff of 
“Krim-Ko” in the states of Rhode Island and Connecticut and the 
County of Hampden, in Massachusetts, from September 10, 1927, 
to September 30, 1931. It made and sold large quantities of 
“Krim-Ko” within its territory during this time, but in 1931 found 
that its business was decreasing, owing to competition from manu- 
facturers of chocolate drinks which were sold to the public at five 
cents a bottle. It made known to the plaintiff its desire to termi- 
nate its connection as distributor and the agreement of September 
10, 1927, under which it became the plaintiff’s distributor was can- 
celed by an agreement to that effect, dated September 30, 1931. 
On the latter date, the defendant had on hand about $20,000 worth 
of “Krim-Ko” bottles which it had purchased to use as the dis- 
tributor for the plaintiff. Nothing was said in the written agree- 
ment of September 30, 1931, in regard to the disposition to be 
made of these bottles. The plaintiff, however, orally offered to use 
its best efforts to enable the defendant to dispose of them. So far 
as appears, however, nothing came of this offer. 

Soon after the defendant ceased to be the plaintiff's distributor 
it began to make and sell a chocolate drink called “Chocolate High- 
ball” and one called “Dairo.” Both sold at retail for five cents a 
bottle and both were put in the “Krim-Ko” bottles the defendant 
had on hand. The only change in the container was the grinding 
off of the word “Krim-Ko” which appeared in a triangle on the 
face of the bottle and the use of caps of a different color and in- 
scription with which to seal the bottles. This conduct of the de- 
fendant led to the bringing of this action. 
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The design patent of the plaintiff covers a bottle, or similar 
article, in the general shape of the well-known glass milk bottle. 
It is, however, proportionately somewhat longer; has vertical flutes 
which run from the bottom well up beyond the point where the 
bottle is narrowed to form the neck and end evenly just below a 
protruding flange which encircles the neck a short distance below 
the lip which is designed to hold the crimp of a cap in the form of 
a crown seal. Upon the face of the bottle is an equilateral triangle 
having the apexes of its angles slightly rounded. It is placed with 
one of its sides parallel to the plane of the bottom of the bottle and 
above the apex of the opposite angle which was placed at a point a 
little more than half way from the top to the bottom of the bottle. 
Taken separately all of the elements of the bottle are old. But 
that alone does not invalidate the design patent. Graff, Wash- 
bourne & Dunn v. Webster (C. C. A.), 195 F. 522. That there is 
but a simple grouping of these old elements does not negative in- 
vention either, for simplicity may be the height of art. Of neces- 
sity, the lack of definite standards of comparison makes it difficult 
to characterize the inventive features necessary to a valid design 
patent except in terms of broad generalization. There must be 
originality which is born of the inventive faculty. Smith v. Whit- 
man Saddle Co., 148 U. S. 678, 18 S. Ct. 768, 87 L. ed. 606. Cer- 
tainly the completed whole must rise above the commonplace. 
Strause Gas Iron Co. v. Wm. M. Crane Co. (C. C. A.), 285 F. 126. 
There must be more than mere mechanical skill. Steffens v. Steiner 
(C. C. A.) 282 F. 862. If it can fairly be thought that a routine 
designer of the ordinary knowledge and experience of a good work- 
man at his trade would, in all likelihood, put together such a group- 
ing of old elements just as a part of the usual work of the day 
whenever the desire so to do was present, there is no invention; and 
that is the situation here. 

Mr. Gallagher consulted with some of the employees of a glass 
company which manufactured bottles; gave them several bottles 
which had some of the features he desired to have embodied in the 
bottle he wanted made; told them generally what kind of a bottle 
he wanted; and the glass company then made up a wooden model 
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for him to see. It later provided him with a drawing which showed 
the design he patented. All this seems to be no more than what a 
man, who wanted to have bottles made for a particular use by 
his company, would be apt to do in ordering the bottles of a manu- 
facturer. At least, he made no nearer approach to inventive genius 
than would appear to be possessed by any competent business man 
who desired to have a bottle made in which to sell his company’s 
product to the public and was willing to take the time and trouble 
to have a few old features embodied in it. 

The part of the plaintiff's case which is grounded on the claim 
of unfair competition is not, of course, defeated by the holding that 
its design patent is invalid. During the time it was the plaintiff’s 
distributor in the territory mentioned, the defendant was active in 
disposing of ““Krim-Ko.’’ It sold 18,246 cases in 1929, 81,149 cases 
in 1930, and 12,036 cases in 19381 up to the time its contract was 
canceled. It spent about $10,000 in advertising the product and 
featured the “Krim-Ko” bottle already described. But there is no 
finding and no sufficient evidence to warrant one that chocolate 
milk drinks and “Krim-Ko” were associated in the mind of the 
public in this territory as one. On the contrary, there were about 
a dozen other chocolate milk drinks in this territory selling under 
other distinctive trade-names and ‘“‘Krim-Ko” was steadily losing 
ground in competition with them before the defendant took the 
field with its own products. The record shows this loss of trade 
in ““Krim-Ko” was not confined to the defendant’s territory but was 
general and was due to its inability to compete with the cheaper 
chocolate milk drinks. Some of these cheaper drinks were sold in 
bottles slightly smaller than the standard “Krim-Ko” bottle. By 
using the “Krim-Ko”’ bottles it had on hand, the defendant had to 
sell more of its product per bottle than some competitors did but 
whether or not that would bring about sufficiently increased sales 
to offset any theoretical loss per sale does not appear. At any 
rate, the opportunity to use a $20,000 stock of bottles which would 
otherwise keep that amount of capital tied up, perhaps indefinitely, 
was at least a plausible excuse for putting out the new drinks in the 


old bottles and ample to justify the conclusion of the trial judge 
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that the defendant was moved to do it for that purpose rather 
than by any fraudulent motive to palm its drinks off as “Krim-Ko.” 
Before the bottles were used for the new drinks the name “Krim- 
Ko” which had appeared within the triangle on each bottle was 
ground off so that only a scar remained. The “Krim-Ko” caps 
were not used, but others of different color and with different in- 
scriptions which, if read, would show that the chocolate drink was 
neither “Krim-Ko” nor a product of the plaintiff. The number of 
the design patent was blown in the bottom of these bottles but no 
one claims that that deceived anybody. There was nothing to 
afford to anyone the means for palming off the new drinks as 
“Krim-Ko” except the design of the bottle and the fact that the 
new drinks were chocolate milk drinks. 

The gist of an action for unfair competition is fraud, and this 
is a question of fact to be proved. Miller Rubber Co. v. Behrend 
(C. C. A.), 242 F. 515 [7 T.-M. Rep. 89]. It was shown that in a 
few instances when a representative of the plaintiff called for 
‘“Krim-Ko” at places where chocolate drinks were sold to the public 
he was given the defendant’s drinks in the “Krim-Ko’ bottle with 
the name ground off. But whatever significance should be given to 
such evidence, these isolated instances are not to be charged to the 
defendant unless it appears that the public was deceived, and de- 
ceived by the means for such deceit with which the defendant pro- 
vided these sellers. It may be said that these bottles did make it 
possible for unscrupulous dealers to palm off the defendant’s drinks 
as ‘“Krim-Ko,” provided the public had learned to associate “Krim- 
Ko” with this bottle. But that essential fact is so lacking and 
the legitimate reason the defendant had for using the bottles is 
so persuasive to negative fraud that the essence of a charge of 
unfair competition was not proved. Indeed, it is difficult to under- 
stand why this defendant should have had any reason to dress up 
its product in the clothes of ‘“Krim-Ko.”” To whatever extent the 
name “Krim-Ko” may have been instilled into the public mind, to 
just that extent the public must have been led to believe that it cost 
ten cents a bottle. There is no doubt whatever but that the de- 
fendant’s desire to cancel its contract for the distribution of “Krim- 
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Ko” was due to its belief that the field of ten-cent chocolate drinks 
was unprofitable. It would tend to defeat its purpose to enter the 
five-cent field to bottle its drinks in such a way that they looked 
like ten-cent drinks unless in some way a bottle that meant a ten- 
cent drink to the public was conspicuously labeled five cents. There 
is no evidence that the defendant or any of its dealers did this. 
On the contrary, it is plain that success in selling the new drinks 
was thought to depend on getting away from the ten-cent chocolate 
drink which the “Krim-Ko” bottle represented, if it represented 
anything at all in the public mind in respect to a chocolate milk 
drink. Unless the bottle moved the public in any degree to buy 
the defendant’s drinks because they were thought to be “Krim-Ko” 
there was no unfair competition. The bottle was certainly free 
to be used, since the design patent is invalid, by any one in 
which to sell anything except a chocolate drink. And it was 
equally free for use by any one in which to sell a chocolate drink 
so long as the public was not deceived into believing that the 
chocolate drink was “Krim-Ko” or a product of the plaintiff. 
Compare, Crescent Tool Co. v. Kilborn § Bishop Co. (C. C. A.), 
247 F. 299 [8 T.-M. Rep. 177]; Coca-Cola v. Glee-Nol Bottling 
Co. (C. C. A.), 221 F. 61 [5 T.-M. Rep. 212]; Gilbert Co. 
v. Shemitz et al. (C. C. A.), 45 F. (2d) 98; Miller Rubber 
Co. v. Behrend, supra. In Mozie Co. v. Daoust (C. C. A.), 206 
F. F. 434 [38 T.-M. Rep. 371], upon which the plaintiff counts 
much, there was no fair explanation of the defendant’s use of a 


bottle closely resembling the one which was “‘of a distinctive shape 


for many years associated with the beverage ‘Moxie’.”” The 
fraudulent imitation of the plaintiff's product to deceive the public 
was there apparent. Here it is non-existent and the action must 
fail, since the defendant does not palm off its goods as those of the 
plaintiff. Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 
U.S. 118, 140, 25 S. Ct. 609, 49 L. ed. 972. 

One other circumstance should be noticed. At about the time 
this case was decided below, the defendant ordered of the same 
bottle manufacturer who made the “Krim-Ko’”’ bottles, an additional 
supply of bottles of the same size and design except that the tri- 
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angle with the name “Krim-Ko” was omitted, and instead there was 
a horizontal panel near the base bearing the name and address of 
the defendant. These were supplied and, through an error of the 
manufacturer, the first lot shipped had the design patent number 
on the bottom of each bottle. When this error was discovered the 
manufacturer acknowledged that the mistake was its own, offered 
the plaintiff whatever amends it desired, took back and destroyed 
the bottles, and supplied new ones in their stead without the patent 
number. The reasons given by the defendant for continuing to 
use this type of bottle were that its washing facilities were designed 
to take them and that it would be detrimental to its business to 
change the size of the bottle so that its product would have to be 
sold in different bottles until the old ones were used up. The aver- 
age life of such a bottle is five or six years. We need not, and do 
not, hold that these considerations would justify continuing to use 
this type of bottle if the use of the bottles in stock had resulted in 
unfair competition by causing the palming off of the defendant’s 
product as that of the plaintiff. But without that, it is obvious 
that continued use of the bottles and of the new bottles can have no 
such result and will not be unlawful. 


Affirmed. 


My-T-F ine Corporation v. SAMUELS, ET AL. 
(69 F (2d) 76) 


United States Circuit Court of Appeals, Second Circuit 


February 13, 1934 


Unram Competirion—Use or Simirar ConrarNners. 

A box used by defendant in putting out a chocolate preparation, dis- 
playing a shade of green similar to plaintiff's, with a black chevron at 
the top of the front, whereon was the word “Velmo” in large black 
letters with the word “Chocolate” below in black and followed by the 
word “Dessert” in red on a white stripe with red stripes running around 
all the edges of the box, held to be confusingly similar to plaintiff's 
get-up, consisting of a green color with red stripes shown on the four 
perpendicular edges, a black circle on the front face, a white tablet on 
the back, with directions in solid green, also on second box on which 
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appeared in front a white chevon with the word “My-T-Fine” in red 
and black. 
Unram Competirion—LacuHes. 
A delay of two years in bringing suit for unfair competition, held 
not important in the case at issue, inasmuch as there was a doubt as to 
when the plaintiff learned of the use of defendant’s mark. 


In equity. Action for unfair competition. From an interlocu- 


tory decree denying motion of preliminary injunction, plaintiff ap- 


peals. Reversed and rendered. 


Warfield §& Brown (Tracy R. V. Fike and F. P. Warfield, of 
of counsel), of New York City, for appellant. 

Abberley § Bryde, (Arthur H. Ammon, of counsel), of New 
York City, for appellees. 


Before L. Hann, Swan, and Cuasz, Circuit Judges. 


L. Hanno, C. J.: The plaintiff is the manufacturer of a confec- 
tion of chocolate and sugar, used in making a kind of pudding, and 
sold in small cardboard boxes. The suit, which is founded upon 
diversity of citizenship, is to protect its make-up which the defend- 
ant is alleged to have copied. The boxes are about three and a 
half inches high, three inches wide, and an inch and a half thick; 
they contain four ounces of the confection. The plaintiff’s prede- 
cessor put out the earliest box in 1915; on its front were the words, 
“My-T-Fine,” printed in red; below, a black circle with a picture 
upon it of a French cook; below this, the word, “Chocolate,” also 
in red. The whole outside of the box was striped with white and 
light green stripes; red stripes, about an eighth of an inch wide, 
ran along the horizontal edges of the top and bottom. The back 
contained at the top the legend in red, “My-T-Fine Pudding,” be- 
low which on a white tablet were printed directions; the top, bot- 
tom and sides contained other printing in black and red. 

This box the plaintiff took over in 1919 when it succeeded to 
the business and used until 1923. It is not the subject of this 
suit. Between 1923 and 1927 the body of the box was colored a 
solid green of deeper shade; red stripes were added to the four 
perpendicular edges; the black circle on the front was reduced to 
half its diameter, and the white tablet on the back was eliminated, 
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leaving the directions on solid green. Two later forms, one from 
1927 to 1929, and the other since 1929, differed from the second 
only in having on the front a white chevron on the upper part, 
which bore the words, ““My-T-Fine,” in red and black; and on the 
back at the bottom a white strip with a printed “note”: ‘For 
thinner Puddings use more milk. For thicker Puddings use less 
milk.” The suit is to protect the box of 1929. By 1933 the plain- 
tiff’s sales had grown to an enormous total, over 100,000,000 in all; 
it had spent more than a million and a half dollars in advertise- 
ment; its trade had spread very extensively through the Union. 
To some extent its product has become known as the “Red and 
Green package,” but by far the greater number of customers ask 
for it by its name, “My-T-Fine.” 

The defendants sell a similar product under the name, “Velmo.” 
Before July 1, 1981, when they first introduced it into New York 
City, the body of their box, which was of substantially the same 
size as the plaintiff's, was solidly of about the same shade of green, 
but had no red stripes along the edges. At the top of the front 
was a black, instead of a white, chevron on which in large red 
letters was the word, “Velmo.” Below in black was the word, 
“Chocolate,” and below that in red on a white stripe, “Dessert.” 
The back was also of green, on which the directions for using 
were printed in black; these were in part a literal copy of the 
plaintiff's. In July, 1931, the defendants added red _ stripes 
around all the edges of this box, of substantially the same width 
as the plaintiff's, and a white tablet on the back to contain 
the printed matter. They sold it very generally throughout the 
city of New York, so generally that they insist it must have 
come to the plaintiff's notice very soon after it was first put on 
sale. The suit was filed on July 7, 1938, and the plaintiff at once 
moved for a preliminary injunction. The judge, thinking the 
similarity between the packages too little, and the delay too long, 
denied the motion. 


It would be impossible on this record to say that any one who 
meant to buy the plaintiff's pudding has hitherto been misled into 
taking the defendant’s by a mistake in the appearance of the box. 
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Indeed such evidence is usually hard to get even after a trial, and 
upon this motion the affidavits are too hazy and unreliable, even if 
undisputed. The plaintiff has proved no more than that the boxes 


look a good deal alike, and that confusion may well arise; and were 


it not for the evidence of the defendants’ intent to deceive and so 
to secure the plaintiff's customers, we should scarcely feel justified 
in interfering at this stage of the cause. We need not say whether 
that intent is always a necessary element in such causes of suit; 
probably it originally was in federal courts. McLean v. Fleming, 
96 U.S. 245, 24 L. ed. 828; Lawrence Mfg. Co. v. Tennessee Mfg. 
Co., 188 U. S. 587, 11 S. Ct. 396, 34 L. ed. 997; Elgin National 
Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 
270, 45 L. ed. 365. But when it appears, we think that it has an 
important procedural result; a late comer who deliberately copies 
the dress of his competitors already in the field, must at least prove 
that his effort has been futile. Prima facie the court will treat his 
opinion so disclosed as expert and will not assume that it was 
erroneous. Fairbank Co. v. R. W. Bell Mfg. Co., 77 F. 869, 877 
(C. C. A. 2); Capewell Horse Nail Co. v. Green, 188 F. 20, 24 
(C. C. A. 2); Wolf Bros. & Co. v. Hamilton, 165 F. 418, 416 
(C. C. A. 8 [8 T.-M. Rep. 414]; Thum Co. v. Dickinson, 245 F. 
609, 621, 622 (C. C. A. 6 [8 T.-M. Rep. 11]; Wesson v. Galef 
(D. C.), 286 F. 621, 626 [12 T.-M. Rep. 100]. He may indeed 
succeed in showing that it was; that, however bad his purpose, it 
will fail in execution, if he does, he will win. Kann v. Diamond 
Steel Co., 89 F. 706, 713 (C. C. A. 8). But such an intent raises 
a presumption that customers will be deceived. 

In the case at bar, it seems to us fairly demonstrated that the 
defendants have copied the plaintiff's make-up as far as they dared. 
We are not entirely clear that this was not true of their original 
box; but that is too doubtful to be decided on affidavits, and besides, 
its use has been discontinued anyway. At the very outset the direc- 
tions were lifted bodily from the back of the plaintiff’s box; and 
although the defendants were within their rights as to that, still 
the circumstance is relevant because it proves that the box had 
been before them when they designed their own make-up, and that 





MY-T-FINE CORP. V. SAMUELS, ET AL. 145 


it had been their point of departure. In addition they took solid 
green for the body, and put on a chevron; and while perhaps they 
did not choose a general combination of red and green, at least they 
adopted a red lettering. Whether or not they meant to get hold of 
the plaintiff's customers by that make-up, their next step was 
bolder, and put their intent beyond question; they added the red 
stripes at every edge; so that the real differences that remained 
were only in the name and the color of the chevron. As they had 
not the slightest original interest in the colors chosen and their dis- 
tribution, they could only have meant to cause confusion, out of 
which they might profit by diverting the plaintiff's customers. This 
being the intent, the dissimilarities between the two do not in our 
judgment rebut the presumption. 

The delay of two years before beginning suit does not seem to 
us of importance, even upon this application. There is indeed some 
question as to just when the plaintiff learned of the defendants’ 
second box; but we see nothing in that to give us pause; we are 
ready to assume that it learned of its appearance at once. Again, 
were it not for the intent to trade unfairly, we might hesitate, but 
advantages built upon a deliberately plagarized make-up do not seem 
to us to give the borrower any standing to complain that his vested 
interests will be disturbed. Concededly nothing short of abandon- 
ment would be a defence at final hearing, Menendez v. Holt, 128 
U. S. 514, 9 S. Ct. 148, 82 L. ed. 526; Sazlehner v. Eisner & 
Mendelson Co., 179 U. S. 19, 21 S. Ct. 7, 45 L. ed. 60. No doubt 
less is necessary to defeat a preliminary injunction; delay alone 
may be enough, at least if the original use was innocent. Burke v. 
Bishop, 144 F. 888 (C. C. A. 2). But, considering the origin of 
the wrong here, we do not think that a delay of two years is a 
defence. Wesson v. Galef, supra. 


The decree is reversed; the plaintiff may take an injunction 
against the use of the second box; i.e., that with the red edges. For 
the present and until trial, the earlier box will not be enjoined. 
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Feperat Trape Commission v. ARTLOOM CoRPORATION 
(69 F (2d) 36) 


United States Circuit Court of Appeals, Third Circuit 
January 30, 1934 


Unram Competirion—Feperat Trape Commission Act—Fact Finpinos or 
ComMmission—W HEN CONCLUSIVE. 

Under the provisions of the Federal Trade Act, the fact findings of 
the Commission shall be conclusive if supported by testimony. 

Unram Competirion—Feperat Trape Commission Act—Wroncrut Use or 
Trape-NamMe—“WIton” on Rvas. 

The sale by respondent of certain rugs under the trade-name 
“Bagdad Seamless Jacquard Wilton,” when the said rugs were not 
woven by the method used in making genuine Wilton rugs, held mis- 
branding, thereby harming competitors and deluding consumers. The 
“cease and desist” order of the Federal Trade Commission was, accord- 
ingly, affirmed. 

In equity. On application by the Federal Trade Commission 
for the enforcement of a “cease and desist’”’ order against respond- 


ent. Order affirmed and enforcement order granted. 


P. B. Morehouse, Robert E. Healy, Chief Counsel, Federal 
Trade Commission, and Martin A. Morrison, Assistant Chief 
Counsel, all of Washington, D. C., for petitioner. 

Frank B. Foz, Fraley § Paul, and Henry N. Paul, all of Phila- 
delphia, Pa., for respondent. 


Before Woottey, Davis, and THompson, Circuit Judges. 


Tuompson, C. J.: This case comes before us upon an appli- 
cation for the enforcement of an order of the Federal Trade Com- 
mission. The Commission filed a complaint in which it charged 
that the respondent, the Artloom Corporation, manufactured and 
sold in interstate commerce certain rugs, and misbranded them as 
Wilton rugs under the trade-name “Bagdad Seamless Jacquard 
Wilton.” The Commission found that the respondent had been 
selling its Bagdad rugs as and for genuine Wiltons; that the term 
“Wilton rug,” as applied to a rug fabric on the surface of which is 
displayed a design of two or more colors, implied a fabric having a 
weave construction in which the warp pile yarns, when not required 
upon the surface for the design or pattern, are continued in the sub- 
surface structure of the fabric; that the respondent’s Bagdad rugs 
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were made under a process essentially unlike that used in making 
Wilton rugs; that, when made, the Bagdad rugs consist of a weave 
construction differing materially from that of Wilton rugs; that the 
sale of the respondent’s Bagdad rugs, as and for genuine Wiltons, 
constituted an unfair method of competition in commerce, having a 
capacity and tendency to deceive the public into the belief that, in 
purchasing the respondent’s Bagdad rugs, they were purchasing 
genuine Wilton rugs; and that trade was thereby diverted from com- 
petitors to the respondent. The application for the enforcement 
order set forth that the Commission had made a cease and desist 


order which the respondent failed and neglected to obey. This 
order reads: 


It is now ordered that the respondent Artloom Corporation, a corpora- 
tion doing business under the name and style of Artloom Rug Mills, its 
agents, representatives, servants, and employees, in connection with the 
sale and distribution in interstate commerce of rug and carpet fabrics, do 
cease and desist from directly or indirectly, 

1. Using the word “Wilton” in describing, designating, or labeling any 
rug fabric on the surface of which is displayed a design or pattern in two 
or more colors, which is of the same weave construction as the “Bagdad 
Seamless Jacquard Wilton” rug fabric now manufactured by respondent, 
or which is of a weave construction in which the warp pile yarns, when not 
required at the surface for the said design or pattern, are not continued 
in the subsurface structure of the fabric. 


The statute, by virtue of which this application was made by 
the Commission, reads as follows: 


Unfair methods of competition in commerce are declared unlawful. 

The commission is empowered and directed to prevent persons, partner- 
ships, or corporations, except banks, and common carriers subject to the 
Acts to regulate commerce, from using unfair methods of competition in 
commerce... . 

If such person, partnership, or corporation fails or neglects to obey 
such order of the commission while the same is in effect, the commission 
may apply to the circuit court of appeals of the United States, within any 
circuit where the method of competition in question was used or where 
such person, partnership, or corporation resides or carries on business, for 
the enforcement of its order, and shall certify and file with its application 
a transcript of the entire record in the proceeding, including all the testi- 
mony taken and the report and order of the commission. Upon such filing 
of the application and transcript the court shall cause notice thereof to 
be served upon such person, partnership, or corporation and thereupon 
shall have jurisdiction of the proceeding and of the question determined 
therein, and shall have power to make and enter upon the pleadings, testi- 
mony, and proceedings set forth in such transcript a decree affirming, modi- 
fying, or setting aside the order of the commission. The findings of the 
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commission as to facts, if supported by testimony, shall be conclusive. 15 
U. S.C. A. § 45. 

As the statute directly provides that the fact findings of the 
Commission, if supported by testimony, shall be conclusive, this 
court is limited to the determination of two questions: First, 
whether such findings are supported by any evidence; and, second, 
if they are so supported, whether these facts, as found, justify the 
conclusion that the sale of the respondent’s Bagdad rugs as Wilton 
rugs constituted unfair competition in commerce. Federal Trade 
Commission v. Curtis Publishing Co., 260 U. S. 568, 43 S. Ct. 210, 
67 L. ed. 408 [13 T.-M. Rep. 25]; James S. Kirk § Co. v. Federal 
Trade Commission (C. C. A.), 59 F. (2d) 179, certiorari denied 
287 U.S. 663, 53 S. Ct. 220, 77 L. ed. 572. 

No rug manufacturer today makes and sells Wilton rugs which 
are similar in all respects to those originally named Wiltons more 
than one hundred years ago. The definition of a genuine Wilton 
rug approved by the Commission was formulated in 1925 by a 
voluntary association of rug manufacturers and dealers. Had the 
Commission relied solely on this definition, we could not but ac- 
knowledge the justice of the contention that the respondent is not 
bound thereby. The Commission, however, did not rely solely on 
the definition so formulated, but heard considerable testimony on 


the question as to what characteristics were essential to a genuine 


Wilton rug. The voluminous record contains testimony of many 
witnesses called on behalf of the Commission, corroborated by 
technical works on the part of rug weaving, to the effect that no rug 
is a genuine Wiiton which fails to have the dyed warp yarn, when 
not used in the actual making of the pattern, dormant in the body 
of the rug. While, on the other hand, there was testimony defining 
and describing the method of manufacture and the characteristics of 
a genuine Wilton rug which would have justified the labeling of the 
respondent’s Bagdad rugs as Wilton rugs if the Commission had 
based its findings upon the testimony of the respondent’s witnesses, 
nevertheless the Commission had before it ample evidence upon 
which to find that the respondent’s Bagdad rugs did not contain the 
essentials of genuine Wilton rugs. 
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Under the ruling of the Supreme Court in Federal Trade Com- 
mission v. Algoma Lumber Co., 54 S. Ct. 815, 318, 78 L. ed. —, 
opinion filed January 8, 1934, the fact findings of the Commission 


are not to be regarded as merely persuasive. Justice Cardozo there 
said: 


“The findings of the Commission as to facts, if supported by testimony, 
shall be conclusive.” 15 U.S. C. § 45 (15 U. S. C. A. § 45). The Court 
of Appeals, though professing adherence to this mandate, honored it, we 
think, with lip service only. In form the court determined that the finding 
of unfair competition had no support whatever. In fact what the court 
did was to make its own appraisal of the testimony, picking and choosing 
for itself among uncertain and conflicting inferences. Statute and decision 
(Federal Trade Commission v. Pacific States Paper Trade Association, 273 
U. S. 52, 61, 63, 47 S. Ct. 255, 71 L. ed. 534), forbid that exercise of power. 


Since the statute and decisions expressly confer upon the Com- 
mission and not upon the court the duty of determining the facts, 
it is of no consequence that, if the Congress had conferred fact- 
finding power upon the court, it might have reached a conclusion 
other than that of the Commission. 

The premise of misbranding being supported by the Commis- 
sion’s findings, the conclusion follows that, when the respondent 


sold its misbranded rugs in commerce, it thereby harmed its com- 
petitors and deluded the ultimate consumers. Federal Trade Com- 
mission v. Royal Milling Co., 288 U. S. 212, 58 S. Ct. 835, 77 
L. ed. 706. 

The order of the Federal Trade Commission is affirmed. An 


enforcement order may be entered in accordance with the prayer of 
the petition. 


CHESEBROUGH MANUFACTURING CoMPANY CONSOLIDATED v. OLD 
Gotp CuemicaL Company, INc. 


United States Circuit Court of Appeals, Sixth Circuit 
April 13, 1934 
Trape-Marks—Uwnrair CoMpetTiIrion—“VASELINE” ON PETROLEUM JELLY— 
Use or Srmmar Lasets aNp ConTAINERS. 


Where appellant, which since 1865 had been putting out a petroleum 
jelly under the name “Vaseline,” had adopted for its product a certain 
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container displaying on front and back a panel formed by two parallel 
blue lines, whereon appeared the trade-mark and the words “White 
Petroleum Jelly,” all in blue, the name of appellant, the design and the 
words “Blue Seal” and certain descriptive matter, the use by appellee 
of a container, similar in color, design and arrangement, wherein ap- 
peared its trade-mark “Old Gold White” and the words “Petroleum 
Jelly Pure as Gold,” held to be unfair competition,” and the decision of 
the lower court dismissing the complaint was reversed. 
Unram Competirion—How Determinep—Simivariry or Dress. 

Simulation given to unfair competition does not depend on identity 
of single features of dress or markings nor in indistinguishability when 
the articles are set side by side; but is to be tested by the general 
impression made by the offending article upon the eye of the ordinary 
purchaser. If the general impression is such as to be likely to lead the 
ordinary purchaser to believe it to be the original article, it is unlawful 
simulation. 

Unram Competrrion—Svurrs—Derense—Liasinity or Propucer For Acts 
oF RETAILERS. 

In the case at issue, where appellee contended that the fact that 
several retailers, when asked for appellant’s product, sold appellee’s 
product should not be given consideration because it was not responsible 
for the unlawful or unauthorized act of said retailers, held that a pro- 
ducer who designedly furnishes a retailer with means for consummating 
a fraud is equally guilty with the dealer. 


In equity. On appeal from a decision of the United States 
District Court, Western District of Tennessee, dismissing complaint. 
Decision reversed, and injunction granted. 


Hugh M. Morris, of Wilmington, Del., Wm. Wallace White 
and Wallace White, both of New York City, and Burch, 
Minor §& McKay, of Memphis, Tenn., for plaintiff. 

Ben W. Kohn, of Memphis, Tenn., for defendant. 


Before Moorman and Hicks, Circuit Judges, and Raymonp, 
District Judge. 


Moorman, C. J.: The parties to this appeal are engaged in 


selling to jobbers and retailers petroleum jelly in transparent glass 
jars sealed with metal screw caps and encased in pasteboard 
cartons. The suit was brought by appellant for infringement of 
trade-marks and unfair trade competition. The trial court found 
that there was not only no infringement of appellant’s trade-marks, 
but that the differences in the trade-marks and names of the parties 
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appearing on their respective cartons, labels and caps were sufficient 
to prevent trade deceptions. 

The appellant began its business in 1865, and since 1870 has 
sold its product under the name of “Vaseline,” which it uses as a 
trade-mark. It also uses the design of a blue seal as a trade-mark. 
The appellee entered the field in 1929, and adopting trade-marks 
began at once to market its product in jars and cartons similar in 
size, shape and markings to those appellant then used and had used 
for a number of years. 

The appellant’s carton is made of white or light gray cardboard 
in the form of a rectangular prism. This carton it has used since 
1906. On its front and back is a panel formed by two parallel 
blue lines, the outer one being heavier than the inner one. At the 
top of the panel appears the trade-mark “Vaseline,” and immedi- 
ately thereunder are the words “White Petroleum Jelly,” all in 
blue. The name of appellant, in blue, appears in the center of the 
panel. Upon the other two sides, within identical panels, there is 
descriptive matter in blue. The top or flap contains the design 
trade-mark of a blue seal with the words “Blue Seal,” ‘Vaseline’ 
and “White” imprinted thereon in white. Beneath this design 
trade-mark there appears ‘Vaseline’ followed by the words “White 
Petroleum Jelly,” all printed in blue. The appellee’s carton is 
substantially the same shape, size and color as that of the appellant. 
Upon its face and back appear panels of substantially the same 
size as those used by appellant formed by a double line in blue, the 
outer one being the heavier. Within the panel and at the top 
thereof appears in blue print a designated trade-mark “Old Gold 
White” followed by the words “Petroleum Jelly Pure as Gold.” 
At the bottom of the panel appears the name of the appellee. On 
the other two sides of the carton, within identical panels, there is 
descriptive matter in blue. Upon the top or flap there is a design 
in blue of a pile of coins or disks partially stacked, beneath which 
are the words in blue, “White Petroleum Jelly, An Old Gold 
Product.” 

Both parties use labels on their jars. Appellant uses a blue 
label paneled by a single white line around the edges. At each 
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end of the panel there is a small vertical panel. Within the large 
panel, at the top, there is printed in white the trade-mark 
“Vaseline,” and immediately thereunder the words “White Petro- 
leum Jelly,” followed by descriptive matter in smaller white print- 
ing. The appellee uses substantially the same size label with a 
blue background and white printing, a panel being formed thereon, 
as in appellant’s, by a white line around the edges. It does not 
have vertical panels at the ends of the label. Printed on its label 
in white at the top of the panel are the partially stacked coins or 
disks, beneath which are the words “Old Gold” in large letters and 
“White Petroleum Jelly” in smaller letters followed by printed 
matter in smaller type, all in white. On each end of the label the 
letters O and G appear in a white monogram. The appellant’s cap 
is a flat-faced, circularly formed cap with a blue background on 
which are printed in white its trade-marks, “Blue Seal’ and 
“Vaseline.” Around the vertical face of the cap are vertical blue 
and white lines alternating, which give the appearance of a seal. 
The appellee’s cap is the same size and shape as appellant’s, with a 
blue background, on which are printed in gold the disks or coins 
which it designated as a trade-mark and the words “An Old Gold 
Product.” Around its vertical face there are alternating blue and 
gold lines. The appellant’s name is biown into its jar, while the 
surface of the appellee’s jar is smooth. The first jars used by 
the appellee had a body and neck of approximately the same 
diameter. They were closed by a metal screw cap of uniform 
bronze or gold color. Later the appellee changed its form of jar 
so that it conformed more nearly with the form of jar used by 
appellant, and also laid aside its bronze or gold cap and adopted its 
present cap. From the beginning of its business the appellee has 
used a paneled label in rectangular form in blue and white. It 
also adopted from the outset the design and color scheme of appel- 
ant’s carton. 


It is not contended that the appellee has appropriated the appel- 
lant’s trade-marks as such or has so closely simulated them as to 


amount to infringement, nor that there is unfairness in the type, 
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shape or form of appellee’s jar and cap. The contention is that it 
has so simulated in coloring and marking the caps, cartons and 
labels of the appellant as to mislead the purchasing public. Simu- 
lation amounting to unfair competition does not reside in identity 
of single features of dress or markings nor in indistinguishability 
when the articles are set side by side, but is to be tested by the gen- 
eral impression made by the offending article upon the eye of the 
ordinar purchaser or user. If the general impression which it 
makes when seen alone is such as is likely to lead the ordinary 
purchaser to believe it to be the original article, there is an unlawful 
simulation. McLean v. Fleming, 96 U. S. 245, 255; Paris Medicine 
Co. v. W. H. Hill Co., 102 Fed. 148, 150 (6 C. C. A.). 

The appearance of appellee’s carton as colored and marked so 
closely resembles the appellant’s as to admit, in our opinion, of no 
doubt of the likelihood of confusing the two articles. We are like- 
wise of opinion that the label of appellee so closely resembles 
appellant’s label as to lead to confusion and deception. It is true 
that appellee places on its article distinguishing marks by which it 
could be identified by a careful and discriminating purchaser, but 
this is not enough, for it is the casual or ordinary purchaser who 
must be protected, and as to him the test is general appearance. 
O. & W. Thum Co. v. Dickinson, 245 Fed. 609, 618 (6 C. C. A.) 
[8 T.-M. Rep. 11]; Auto Acetylene Light Co. v. Prest-O-Lite Co., 
264 Fed. 810, 813 (6 C. C. A.) [10 T.-M. Rep. 3820]; Rymer v. 
Anchor Stove §& Range Company (6 C. C. A.), this day announced. 
Measured by this test, there can be no doubt, as we have said, that 
appellee has simulated the label and carton of appellant. We think, 
however, that appellant cannot rightfully complain of the color and 
marking of appellee’s cap nor of the size or form of its jar. 


The fact of confusion and deception resulting from appellee’s 
use of its cartons and labels is inferable from their marked resem- 
blance to appellant’s in color, arrangement and design. O’Connell 
v. National Water Co., 161 Fed. 545, 546. Besides, it appears that 
several retailers, when asked for appellant’s product, sold to its 
representative the appellee’s product. In addition, one retailer, in 
a territory where both parties sold their products, advertised the 
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appellee’s product as “Vaseline,” “Looks like Blue Seal Vaseline,” 
and another placed above the supply of appellee’s product a sign 
or card reading “White Vaseline.” Appellee contends that this 
evidence should be given no consideration because it is not respon- 
sible for the unlawful or unauthorized acts of retailers in selling 
its product as the product of appellant. This would be true were 
it not also true that appellee put into the hands of its retailers the 
means by which they were able thus to mislead the purchaser. A 
producer who designedly furnishes a dealer with means for consum- 
mating a fraud is equally guilty with the dealer. Federal Trade 
Comm. v. Winsted Co., 258 U. S. 483, 494 [11 T.-M. Rep. 277]; 
Warner & Co. v. Lilly § Co., 265 U. S. 526, 580 [14 T.-M. Rep. 
247). 

The president of appellee testified that the label of his company 
was designed by an engraver, and that before it was designed he 
took the blue seal label of appellant to the engraver and requested 
him to design a label as far away from appellant’s label as it was 
possible to make. This testimony is cited by appellee as tending 
to show absence of intent to palm off its product as that of appel- 
lant. So far from indicating a lack of such intent it shows, it 
seems to us, a purpose on the part of the appellee to simulate as 
nearly as possible the label of the appellant without bringing itself 
under the condemnation of adjudged unfair competition. There 
was no attempt to explain why, with all the colors and variations in 
arrangement thereof available to the appellee, it chose the colors 
and arrangement used by appellant. We cannot escape the con- 
clusion that it acted, in coloring and designing its label as well as 
in marking its carton, with the fraudulent intent to simulate the 
dress and markings of appellant’s product. That it had thereto- 
fore put out another product under a blue and white marking does 
not militate against this view, for the colors were arranged differ- 
ently and the product was not a competing product with “Vaseline.” 
Nor is it evidence of lack of fraudulent intent that the appellant 
had not consistently used the same shade of blue on its label and 
cap as it now uses. It may be that at an earlier date some of its 
labels and caps were or a slightly lighter shade of blue. Whether 
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this was due to the fading of the darker blue does not appear, but 
it does appear that appellant had used its present shade of blue 
for many years before appellee entered the field. It is not, how- 
ever, in the use of blue per se or any shade of that color that ap- 
pellee has been guilty of unfair practice, but in the use of it with 
white in lettering, panels and designs so as to give its article the 
appearance of appellant’s. In our view it has been guilty of unfair 
competition. 

The decree of the District Court will be set aside and in lieu 
thereof a decree entered enjoining the appellee from putting up, 
offering for sale or selling petrolum jelly under a label or in a 
carton imitating or simulating the label and carton of appellant as 
exemplified in its exhibits 1 and 3. 


Simmons Company v. M. Diamonp Martress Co., INc. 
United States District Court, District of Rhode Island 
January 30, 1934 


Trape-Marxs—InFriInceMENT—“BeautyresT’ AND “Beauty Sieer”—Con- 
FLICTING Marks. 

Where, after plaintiff had adopted and used for many years the 
word “Beautyrest” as a trade-mark for inner spring mattresses, the 
use by defendant of the words “Beauty Sleep” on similar goods, sold 
at the same price, held infringement, and was enjoined. 

In equity. Action to restrain trade-mark infringement. In- 


junction granted. 


Cyril A. Soans, of Chicago, Ill., and Rogert T. Clapp, of Provi- 
dence, R. I., for plaintiff. 
Perley H. Plant, of Providence, R. I., for defendant. 


Findings of Fact 


Plaintiff, Simmons Company, a Delaware corporation, since the 


year 1925 has invested large sums of money in manufacturing and 
advertising an inner spring construction mattress under the name 
“Beautyrest,”’ which it applied to the labels on the mattresses, to- 


1 Registered in the United States Patent Office under No. 207,821. 
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gether with the price markings $89.50 and $88.75, as indicating a 
fair retail value at which the said “Beautyrest”’ mattresses were in- 
tended to be sold by the retail trade. Large sums of money were 
spent in advertising said ‘““Beautyrest” mattresses in national peri- 
odicals and also in local journals throughout the State of Rhode 
Island and New England, so that in February, 1932, the name 
“Beautyrest”” had become intimately associated with the plaintiff 
and had become well known to the buying public as indicating a 
mattress put out by the plaintiff at a retail price of $39.50 or 
$33.75 in line with said label price marking. 

About February, 1932, ths defendant commenced to manufac- 
ture and put out for sale in the State of Rhode Island and else- 
where in New England, mattresses bearing a label having the mark- 
ing “Beauty Sleep” and also bearing the price marking “$39.50.” 
The name of the defendant as manufacturer did not appear on 
said label. After the plaintiff has reduced its advertised price for 
the “Beautyrest” mattresses from $89.50 to $33.75, the defendant 
also changed the price marking of $89.50 on its label to the price 
marking $88.75. 

The name or mark “Beauty Sleep” used by the defendant on its 
mattress labels is sufficiently close in connotation to the mark 
‘“Beautyrest” used by the plaintiff, to create probability of con- 
fusion in the minds of the purchasing public. The use by the de- 
fendant of price markings similar to those used by the plaintiff in- 
tensifies the possibility of confusion. 

Another corporation styled Charles E. Fogg & Co. at Boston, 
Massachusetts, up to the year 1928 used the name “Beauty Sleep” 
on some unknown percentage of mattresses manufactured and sold 
by said Fogg corporation, but said business was completely discon- 
tinued in the year 1928 and there was no successor to the good-will 
of said business. The defendant did not derive any right of any 


kind from the said Fogg corporation. This Fogg corporation spent 
no money in advertising its mattresses under the name “Beauty 
Sleep” and so far as shown did not build up any substantial amount 
of good-will in respect to its “Beauty Sleep” mattresses. 
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There is no evidence that the plaintiff in June, 1925, when it 
adopted the word “Beautyrest’” as a trade-mark had any knowl- 
edge of the use of the name or marking “Beauty Sleep” on mat- 
tresses by anybody else and there is no evidence that the plaintiff 
adopted said mark except innocently and in good faith. 


Conclusions of Law 


1. The use of the marking “Beauty Sleep” on mattresses by the 
corporation styled Charles E. Fogg & Co. up to the year 1928, 
which was discontinued at that time, constitutes no defense to this 
suit, the determining factor being the situation which existed at the 
time when the defendant commenced the use of the marking “Beauty 
Sleep.” 

2. The use by the defendant of the marking “Beauty Sleep” on 
mattresses of its manufacture constitutes an infringement of plain- 
tiff’s rights in respect of the trade-mark “Beautyrest,” which in- 
fringement plaintiff is entitled to have restrained by this Court. 

8. Defendant should deliver to the plaintiff or plaintiff's coun- 
sel, any and all labels, in its possession bearing the name “Beauty 
Sleep.” 

4. Defendant should be directed to cancel its registration of the 
mark “Beauty Sleep” effected on or about February 15, 1982, in 
the office of the Secretary of the State of Rhode Island. 


5. Plaintiff is entitled to an accounting of gains, profits, and 
savings realized by the defendant and the damages suffered by the 
plaintiff because of the defendant’s infringements. Plaintiff is also 
entitled to its taxable costs in this suit. 


Battie Creek Foop Co. v. American PHarmacevticat Co., Inc. 
(5 F. Supp. 959) 


United States District Court, District of New Jersey 


February 8, 1934 


Trapve-Marxs—“Lacto-DextrIn” oN PHaRMAcEUTICAL Propuct—Descripe- 
TiveE TERM. 

The word “Lacto-Dextrin,” held descriptive as a trade-mark for a 

pharmaceutical preparation containing lactose and dextrine. Its regis- 
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tration in the Patent Office, therefore, conferred no rights upon the 
registrant. 
Unrair Competition—Svurrs—V ave 1n LrrigatIon—PerMission To AMEND. 
In a suit for alleged unfair competition filed jointly with a suit for 
trade-mark infringement where the amount involved alleged by plaintiff 
in excess of $3,000 did not apply to the unfair competition part of the 
suit, plaintiff was granted further time to amend the complaint. 
In equity. Action for alleged trade-mark infringement and un- 
fair competitnon. On defendant’s motion to strike out the bill. 
Bill sustained, subject to amendment with portions of the bill 


stricken therefrom. 


Edward L. Duggan, of Newark, N. J., for complainant. 
Louis R. Kagan, of Jersey City, N. J., and Winne & Banta, of 
Hackensack, N. J., for defendant. 


Forman, D. J.: Plaintiff, the Battle Creek Food Company, has 
filed a bill in equity against the American Pharmaceutical Company, 
Incorporated, for an infringement of its trade-mark ‘“‘Lacto- 
Dextrin.” The bill alleges that the jurisdiction of this court de- 
pends upon the following facts: 


(a) This is a suit between citizens of different states wherein the sum 
or value in controversy exceeds, exclusive of interests and costs, the sum 
or value of three thousand dollars ($3,000.00). 

(b) This is a suit arising under the trade-mark laws of the United 
States. 


The defendant answered, but subsequently moved to strike out 
the bill. It is now conceded that such a motion is in order notwith- 


standing the filing of an answer, so that a discussion of such pro- 
cedure is not necessary. 


The bill is not divided into separate counts, but it is obvious that 
the plaintiff rests its action (1) upon its alleged rights, obtained 
on January 8, 1924, as a result of the registration of its trade-mark 
“Lacto-Dextrin,” which it alleges is infringed by the action of the 
defendant in marketing a product with the name “Lactose and 
Dextrin A. P. C.”; and (2) upon its rights acquired by the use of 
the words “Lacto Dextrin’” upon its packages for a long time prior 
to the action of the defendant in its sale and distribution of its 
product under the name of “Lactose and Dextrin A. P. C.,” claim- 
ing in effect that such action by the defendant is unfair competition. 
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The defendant submits, among other things, that the words 
“Lacto-Dextrin” are not susceptible of registration under the trade- 
mark law (section 5, as amended [15 U. S. C. A. § 85]), which pro- 
vides that a mark “merely in words or devices which are descriptive 
of the goods with which they are used” cannot be the subject of 
registration under the trade-mark law. 

Plaintiff contends, however, that the word “Lacto” is not of 
such descriptive quality as to be interdicted by the statute. 

Webster’s New [International Dictionary (1983) defines the 
terms in question as follows: 


Lacto—combining forms from Latin lac, lactis, meaning milk. 

Lactose—a hard crystalline sugar, Ciz Hze O11 H20, present in milk, 
and separable from the whey by evaporation and crystallization. It is 
slightly sweet, dextrorotatory, and much less soluble in water than cane 
sugar or glucose. Called also milk sugar, sugar of milk, and, formerly, 
lactin. Lactose is used as a vehicle for medicines, and as an article of diet. 


Chemically, it is a disaccharide, yielding on hydration d-galactose and 
d-glucose. 


The product as dispensed by both plaintiff and defendant con- 
sists of a mixture of lactose and dextrin. 

It is true that the word “Lacto” is, in a sense, artificial, in that 
its dictionary meaning does not seem to extend beyond a reference 
pertaining to “milk.” The actual ingredient is lactose and is a 
sugar derived from milk, but the word “Lacto” as used by the 
plaintiff in combination with the word “Dextrin” cannot be said 
to fall outside the category of descriptive words. It would not 
seem that the mere elimination of the last two letters of the 
word “lactose” is sufficient to make it a trade-mark under the cir- 
cumstances of its present use. 


A name which is merely descriptive of the ingredients, qualities or char- 
acteristics of an article of trade cannot be appropriated as a trade-mark 
and the exclusive use of it afforded legal protection. Warner & Co. v. Eli 
Lilly & Co., 265 U. S. 527, 44 S. Ct. 615, 616, 68 L. ed. 1161 [14 T.-M. Rep. 
247]. 


See, also, case of Searle & Hereth Company v. Warner (C. C. A.), 112 
F. 675. 


We are therefore led to the conclusion that there is no right of 
registration in the words “Lacto-Dextrin,’ and, in so far as this 
bill is directed to relief under the trade-mark registration law of 
the United States, it cannot stand and must be stricken. 
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Now we come to the second phase of the bill wherein plaintiff 
alleges that the use of the words “Lactose and Dextrin A. P. C.,” 
by the defendant, after the market had been established by it, 
amounts to unfair competition and entitles the plaintiff to relief 
against the defendant. 

The defendant makes a number of objections to the bill in that 
it is in certain allegations argumentative and impertinent, etc. 
While there may be some substance to these objections and the bill 
may be considered to be oververbose, the same are not of such 
materiality as to warrant an order to strike it. 

Defendant, however, attacks it in one respect in which it is 
possibly vulnerable. The defendant contends that, in order to give 
this court jurisdiction over a case involving unfair competition, it 
must be shown that there is diversity of citizenship and that the 
amount involved, exclusive of interest and costs, exceeds $3,000 in 
reference to the unfair competition allegation without regard to the 
count for infringement of the trade-mark. 

An examination of the bill discloses the following allegations by 
the plaintiff with regard to damages: 

Paragraph (a) in the introduction of the bill, quoted above. 

Paragraphs 12 and 13 as follows: 


12. The acts of the defendant hereinbefore set forth have greatly in- 
jured and damaged plaintiff in its business, and said wrongful acts, unless 
restrained, will irreparably injure and damage plaintiff. 

13. The value of the trade-mark Lacto-Dextrin and the good will in 
connection therewith exceeds, exclusive of interests and costs, the sum or 
value of three thousand dollars ($3,000.00) and the conduct of the defend- 
ant, unless restrained, will greatly impair if not destroy the same. 


The bill therefore does not specifically allg ge the amount in 


controversy in connection with the allegations of unfair competition 
to be in excess of $3,000, unless by inference in paragraph (a). 

However, this defect, if it be one, can readily be remedied by an 
amendment containing an allegation that the amount in controversy 
in connection with the unfair competition allegations is in excess of 
$3,000, and opportunity will be accorded the plaintiff to so plead 
within ten days froni the date hereof. 
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Consequently, the bill will stand subject to its amendment as 
above suggested, but such portions of it as refer to the registration 
of the trade-mark will be considered stricken, and, the case being 
at issue, may proceed to bearing upon the pleadings now on file with 
the modifications herein noted. 

My attention has been called by counsel to the recent pronounce- 
ment of the Supreme Court in the case of Hurn v. Cursler, 289 
U. S. 288, 58 S. Ct. 586, 77 L. ed. 1148 [28 T.-M. Rep. 267]. It 
is believed that the above-outlined procedure is not in violation of 
any principle laid down in that case. 


Keesier Wey Bakinec Company v. J. S. Ivins’ Son, Inc. 


United States District Court, Eastern District of Pennsylvania 


April 10, 1934 


Trape-Marxs—“Civun Cracker” on Crackers--Grape Mark Versus TRrave- 
Mark. 

The use by plaintiff of the words “Club Cracker” as a trade-mark 
for a special kind of cracker of its manufacture, held to be a trade- 
mark rather than a grade mark, inasmuch as it was not descriptive and 
was used to distinguish a new product from other products. Moreover, 
the mere fact that a name also serves to distinguish the particular kind, 
grade or quality of an article does not prevent the creation of a trade- 
mark right therein. 

Trape-Marxs—Prior Rigut—Terriroriat Limits. 

In deciding which of two claimants was the first appropriator of the 
trade-mark, it is necessary to keep in mind the territory involved, inas- 
much as questions of priority are predicated on territorial limits. 
Where, therefore, after plaintiff had extended its trade in its “Club 
Cracker” through certain territory, the transitory and inconsiderable 
use by defendant of the same mark in portions of said territory, held 
not to vitiate plaintiff's claim as the first appropriator of the mark. 

Trape-Marxks—“Cius Cracker”—Errecr or Licenstnc Svussiprary Cor- 
PoRATIONS TO Use. 

The fact that plaintiff, one of sixteen subsidiaries of the United 
States Biscuit Company of America, gave its consent to seven of the 
other subsidiary companies to produce a cracker of its invention under 
the name “Club Cracker” and to sell it in similar cartons marked with 
their respective names, held not to constitute abandonment by plaintiff, 
nor to impair its right in the mark. 

Trape-Marxs—DerInirion. 

The use of a trade-mark does not any longer necessarily mean that 
the article on which it is used is manufactured by the user, but it may 
be enough that it is manufactured for him, that he controls its pro- 
duction or that it passes through his hands in the course of trade and 
that he gives it the benefit of his reputation and name. 
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In equity. Action for alleged trade-mark infringement and un- 
fair competition. Decree for plaintiff. 


Ramsay & Peppe, Howson & Howson, and Edmonds, Obermayer 
§ Rebman, all of Philadelphia, Pa., for plaintiff. 
Evans, Bayard & Frick, of Philadelphia, Pa., for defendant. 


Sur Pleadings and Proofs 


Before W. H. Kirkpatrick, J. 

This is a suit in equity based upon alleged trade-mark infringe- 
ment and unfair competition. 

Both the plaintiff and the defendant are manufacturers of 
crackers, biscuits, cookies and similar products, and both have their 
offices and plants in Philadelphia. Since a date prior to 19380 the 
plaintiff has been selling its products in Eastern Pennsylvania (in- 
cluding Harrisburg), New Jersey, Delaware, Maryland and Florida 
and the defendant has competed with it in that territory or at least 
in a considerable part of it. 

In the latter part of 1930, the plaintiff developed a new type 
of soda cracker, deeply scored, so that it could be broken into 
halves of a convenient shape, and of slightly stronger texture than 
the ordinary kind, so that it could be spread with jam, cheese and 
butter without breaking it. It is a good product, attractive, but 
not particularly unique or strikingly novel. For it the plaintiff 
adopted the name “Club Cracker.” 

The defendant’s infringement of the trade-mark may be taken 
as conceded. It uses the name “Club Cracker,” sells a product 
which is practically identical with the plaintiff’s, and sells it in the 
same territory. 


The plaintiff's trade-mark is not registered but the right arises 
from adoption and user as follows: 

(a) Beginning December 11, 1930, the plaintiff sold the cracker 
in bulk in marked containers—at first in fourteen-ounce tin cans or 
pails painted bright green with the words “Club Crackers” in white 
in large letters upon the can, and later in eight- to ten-pound drums 
marked with a label upon which the words were printed. On Janu- 
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ary 80, 1932, the plaintiff began to sell it also in paste-board cartons 
having a distinctive design in two shades of green and yellow and 
prominently marked with the words “Club Crackers.” 

(b) The plaintiff advertised the cracker, featuring the name 
and a picture of the pail, from January 27 to February 13, 1931, 
in Philadelphia and Florida. From January 14, 1932, until the 
filing of the bill in June, 1933, and thereafter, the plaintiff adver- 
tised very extensively, featuring pictures of the new carton and the 
name, throughout its entire territory by newspaper advertisements, 
circulars and billboards, spending in all more than $45,000 as fol- 
lows: 1931, $2,000; 1932, $26,000; 1933, $17,000. 

The plaintiff's crackers ‘caught on” rapidly and have had a 
very satisfactory sales record. 

The defendant’s case consists of an attack upon the plaintiff's 
right. 

Three questions are involved: 


I 


Are the words “Club Crackers” susceptible of appropriation as 
a trade-mark? 

The defendant argues that they are not because they are descrip- 
tive and were never used by the plaintiff as a trade-mark, but solely 
as a grade mark to designate a particular kind or type of cracker. 

I do not see how it can be seriously contended that the word 
“club” is descriptive: It tells you nothing about any special char- 
acteristic of the product. It is, no doubt, remotely suggestive of 
excellence (upon the theory that better food is served in clubs than 
elsewhere) and possibly of exclusive clientele, but of nothing more. 
The crackers are not any more adapted to use or by clubs than they 
are at home, in hotels, restaurants or dining cars or at picnics. 
They are not manufactured by clubs or exclusively for clubs, nor 
are they, so far as I know, endorsed or specially featured by clubs. 
There are many words, at least equally suggestive of quality which 
have been sustained as valid trade-marks. The word “club,” as a 
trade-mark for bottled cocktails, was sustained in Heublein v. 
Adams, 125 Fed. 782 and, as a trade-mark for soda, by the British 





164 TWENTY-FOUR TRADE-MARK REPORTER 


Court of last resort in Cochrane v. MacNish § Son, App. Cass. 225 
(1896). In Old Lexington Club Distillery Company v. Kentucky 
Distilleries, etc., Company, 234 Fed. 464 [8 T.-M. Rep. 113], the 
words “Old Lexington Club” as applied to whiskey were held a 
valid trade-mark as against the objection that “Lexington” was 
geographical and “Club” descriptive of quality (there being no evi- 
dence of the latter fact). This case was affirmed by the Circuit 
Court of Appeals for the Third Circuit at 247 Fed. 1005. The 
Court below cited Thomas G. Carroll § Son Company v. McIlvaine 
§ Baldwin, Inc., 171 Fed. 125, 183 Fed. 22 (“Maryland Club” for 
whiskey). 

But the defendant has a somewhat more specific objection. It 
is that, whether or not the word is generic or descriptive generally, 
the plaintiff, in attaching it to a new type of cracker used it in that 
sense. It is of course the law that a name, which is used solely to 
identify some particular type or grade of goods or to differentiate 
it from others of the same manufacturer, will not by such use be- 
come a trade-mark. Manufacturing Company v. Trainer, 101 U. S. 
51. But it is equally well established that where the intention is 
to acquire a trade-mark, the mere fact that the name also serves 
to designate a particular kind, grade or quality of article manu- 
factured does not prevent the creation of a trade-mark right in it. 
Tillman & Bendel v. California Packing Corporation, 63 Fed. (2d) 
498, 504 [23 T.-M. Rep. 131]; Menendez v. Holt, 128 U. S. 514, 
520, 521. The whole question depends upon the user’s intention— 
not a private, undisclosed intention of course, but an intention 
evidenced by what he does. 

In the instant case there was no use of the name by the plain- 
tiff for its own convenience, prior to its taking steps to acquire it as 
a trade-mark, as there was in Norwine Coffee Company v. Chase & 
Sanborn, 58 Fed. (2d) 430 [22 T.-M. Rep. 253]; Autoline Oil 
Company v. Indian Refining Company, 3 Fed. (2d) 457 [15 T.-M. 
Rep. 191], and other cases holding that the mark was merely a 
grade mark. The plaintiff here had developed a new product. 
Naturally, the name served to distinguish it from its other products, 
both for its own convenience and for its public sale; but the name 





KEEBLER WEYL BAK. CO. V. J. S. IVINS SONS 165 


was immediately advertised and advanced as a trade-mark with the 
indisputable intention of acquiring it as such. Whatever use it had 
as a grade mark was merely incidental. 


II 


Was the plaintiff the first appropriator of the word? 

In dealing with this question it is necessary to have in mind 
the territory involved. Questions of priority of appropriation are 
predicated on territorial limits. Hanover Star Milling Company v. 
Metcalf, 240 U. S. 403 [6 T.-M. Rep. 149]; United Drug Company 
v. Theodore Rectanus Company, 248 U. S. 90 [9 T.-M. Rep. 1]; 
Tillman & Bendel v. California Packing Company, supra. And 
in Jacobs v. Iodent Chemical Company, 41 Fed. (2d) 687 [20 
T.-M. Rep. 283], the Circuit Court of Appeals for the Third Cir- 
cuit held that these territorial limits were not necessarily state 
boundaries, but were fixed by the actual field occupied. 

In the plaintiff’s territory the defendant shows: (a) That from 
1909 to 1914 it sold crackers under the name “Country Club.” Even 
if this constituted a prior use of the single word in issue, it was 
abandoned. (b) That from 1926 to 1929 it sold cookies under the 
name “Country Club.” This use was also abandoned and in addi- 
tion was applied to a different product. In view of the large num- 
ber of registrations which will be referred to hereafter, I am satis- 
fied that the trade-mark must have an extremely narrow scope 
(Pease v. Scott County Milling Company, 5 Fed. (2d) 524, 525 
(15 T.-M. Rep. 152]), and of course this works in favor of the 
plaintiff as against a prior user as well as against the plaintiff 
where subsequent infringement is involved. (c) That in February, 
1931, it sold a cracker under the name “Club Flakes.” This use 
was subsequent to the plaintiff's first use and I do not believe that 
it was in ignorance of the plaintiff's name and product. 

In other fields the defendant has shown: (a) A brief and un- 
successful use by the Century Biscuit Company of Indianapolis in 
a territory which nowhere impinged upon the plaintiff's. (b) A 
use by the Independent Baking Company of Davenport, Iowa, not 
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applied to crackers like the plaintiff's and discontinued after a year. 
The testimony of the witness who was called for this purpose was 
so absurd that I would be inclined to reject it as unworthy of be- 
lief if it made any difference. (c) A use by the Kroger Grocery 
Company of the words “Country Club” in Pittsburgh, but not in the 
plaintiff's territory. (d) Eight registrations of the word “club” 
(always in combination with some other word) applied to crackers 
and 137 registrations of the word “club” (in most cases in com- 
bination) as applied to other food products. There was no evi- 
dence that any of these trade-marks have ever been used or are 
now being used in the plaintiff's territory or, for that matter, any- 
where else. (e) The testimony as to the use by the Quality Biscuit 
Company and as to labels printed by the St. Louis Sticker Com- 
pany is of doubtful competency being mostly hearsay, and in any 
event it does not go to the plaintiff's territory. 

Having in mind the territorial limitations above referred to as 
well as the principle stated in Heublein v. Adams, supra, to the 
effect that a transitory, spasmodic and inconsiderable use is in- 
effective as a prior appropriation as against a long continued, notori- 
ous and universally recognized use, I find that the plaintiff was the 
first appropriator of the mark. 


IIT 


Did the plaintiff lose its right by subsequent dealing with the 
word? 


The plaintiff is now one of sixteen wholly owned subsidiaries of 
the United Biscuit Company of America, which is a holding com- 
pany owning all of the stock of its subsidiaries and controlling their 
policies and of course their methods of sale and manufacture. With 
the plaintiff’s consent some seven of the other subsidiary companies 
have been producing the same kind of cracker and selling it in 
similar cartons, marked with their respective names and manufac- 
tured by another subsidiary, a carton manufacturing company. 
Not only did the plaintiff consent to this use but it sent one of its 


employees to the other factory to show them how to manufacture 
the product. 
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Of course a trade-mark is not a right in gross and cannot be 
assigned independently of the business. The validity of these as- 
signments and the extent of the rights conveyed by them are not in 
issue here. The question is whether the assignments have destroyed 
the association in the public mind between the plaintiff's goods and 
the name, upon which the trade-mark right depends. 

I do not think that they have. Keeping pace with industrial 
and business development the law has advanced a considerable dis- 
tance from the earlier decisions which were made when small in- 
dividual business personally owned and personally managed were 
the rule rather than the exception. Thus, in American Thermos 
Bottle Company v. W. T. Grant Company, 279 Fed. 151 [12 T.-M. 
Rep. 460], it was held that a trade-mark right was not impaired 
by the fact that the goods in connection with which it was used 
were in substantial part manufactured by others, the assembling 
and inspection being made by the plaintiff so that the marketed 
article was really the plaintiff's output. The use of a trade-mark 
does not any longer necessarily import that the articles on which it 
is used are manufactured by the user, but it may be enough that 
they are manufactured for him, that he controls their production or 
even that they pass through his hands in the course of trade and 
that he gives to them the benefit of his reputation and name or 
business style. Nelson v. J. H. Winchell § Company, 203 Mass. 
75, 89 N. E. 180. An article need not be actually manufactured 
by the owner of the trade-mark, it being enough that it is manu- 
factured under his supervision and according to his directions thus 
securing both the right of the owner and the right of the public. 
Coca-Cola Company v. State (Tex.), 225 S. W. 791. 

I can see no imposition upon the public, no abandonment, and 
no other element which impairs a trade-mark right when the cor- 
poration which owns it, which in turn is owned by a general control, 
permits other corporations under the same general control to use 
the mark upon an identical product which they produce in accord- 
ance with the owner’s directions and instructions. 

The bill being based on a technical trade-mark and the holding 
being that it is valid and infringed, the more general issue of unfair 
competition need not be considered. 
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The statements of fact and law contained in this opinion may 
be taken as specific findings and conclusions. 
Decree for the plaintiff. 


InN THE MatTTeR OF THE APPLICATION OF Ho.uep-TiTE PAckING, 


Inc. 
(Serial No. 287,473) 


United States Court of Customs and Patent Appeals 


April 16, 1934 


Trapve-Marxks—ReEGistraTion—“Horep-Trre” ror Eco-FLats AND OTHER. 
ConTAINERS—DEscriIPTIvVE Mark. 


The word “Holed-Tite” used as a trade-mark for egg-flats, packing 
sheets, holders and wrappers, held descriptive and the Commissioner’s 


decision refusing registration was affirmed. 

On appeal from a decision of the Commissioner of Patents re- 
fusing registration. Affirmed. For the Commissioner’s decision see 
22 T.-M. Rep. 457. 


Stephen J. Coz, of New York City, for appellant. 
T. A. Hostetler, Washington, D. C., for the Commissioners. 


Granam, P. J.: Ths appellant filed an application for the 


registration of a trade-mark used in the sale of egg-flats, packing 


sheets, holders, and wrappers. Afterwards this application was so 


amended as to substitute the word “cartons” for the word “holders.” 
This mark, as shown by the application, consists of the compound 
word “Holed-Tite,” arranged in a line of block letters and accom- 
panied by a representation of a human hand holding an egg. The 
appellant states that it and its predecessors have been using this 
mark in their business since August 1, 1920. The examiner re- 
quired a disclaimer of the word “Holed-Tite,” apart from the 
mark as shown. 

The examiner refused registration on the ground that the term 


“Holed-Tite” was simply a misspelling of “hold tight,” and was 
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descriptive. The examiner’s action also rested, to an extent, upon 
the failure of the applicant to comply with the examiner’s request 
for a disclaimer. 

The commissioner affirmed the decision of the examiner. In 
doing so, the commissioner called attention to the fact that the 
goods upon which the applicant uses its mark are used in the pack- 
ing and shipment of eggs, and that in this use the eggs are held in 
such a position that the egg-flats may be said to hold tight the 
eggs which are being shipped. The commissioner, therefore, con- 
cludes that the. mark is descriptive, and will be so taken by the 
public where the mark is used. 

We are in agreement with the views of the commissioner in this 
respect. Whether these packing materials are used in direct con- 
tact with the eggs or not, they are used in packing of the pack- 
ages of eggs, and certainly the packer or purchaser of such eggs 
would associate the feature of holding the eggs tight with these 
packing materials. It does appear, in the case, that some parts 
of these packing materials are used, at times, to hold eggs which 
rest in concave-shaped depressions in sheets of the same. 

In our opinion, the mark which is sought to be registered is 
either descriptive or misdescriptive, and, in either event, it ought 
not to be registered. In re International Resistance Co., 21 C. C. 
P, A. (Patents) —, — F. (2d) — [24 T.-M. Rep. 129]; In re 
Bonide Chemical Co., Inc., 18 C. C. P. A. (Patents) 909, 46 F. (2d) 
703 [21 T.-M. Rep. 122]; In re Brunswick-Balke-Collender Co., 
19 C. C. P. A. (Patents) 1055, 56 F. (2d) 890 [22 T.-M. Rep. 
215]. 

The fact that it is misspelled does not alter the case. Cluett, 
Peabody § Co. v. Wright, 18 C. C. P. A. (Patents), 937, 46 F. (2d) 
711 [21 T.-M. Rep. 130]. 

Recent cases in which similar descriptive terms have been used, 
and in which registration has been refused, are In re Copperweld 
Steel Co., 20 C. C. P. A. (Patents) 786, 62 F. (2d) 363 [23 T.-M. 
Rep. 34]; Barber-Colman Co. v. Overhead Door Corp., 20 C. C. 
P. A. (Patents) 1118, 65 F. (2d) 147 [23 T.-M. Rep. 251]; Rit 
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Products Corp. v. Park §& Tilford, 19 C. C. P. A. (Patents) 940, 55 
F. (2d) 486 [22 T.-M. Rep. 104]. 
The decision of the Commissioner of Patents is affirmed. 


Garrett, J., is of opinion that the word is suggestive only, and 
that registration should be permitted. 


HatFiE.p, J., did not participate. 


Vireinta Dare Extract Company, Inc. v. ADAH Mare Dare 
(Oppn. 11,324) 


United States Court of Customs and Patent Appeals 
April 23, 1934 


Terave-Mar«s—Opposrrion—“Vircinta Dare”—on Sorr Drinks, Foon 
Friavorinc Extracts, CONCENTRATES AND EMULSIONS AND SKIN 
Cream anp Sxin Lotrions—Goons or Same Descriptive Properties. 
In an opposition in which appellee sought to register a mark con- 
sisting essentially of the words “Virginia Dare” for toilet creams and 
skin lotions, held that registration was rightly refused on the grounds of 
appellant’s use of substantially the same mark for an antiseptic and 
deodorant compound, inasmuch as the goods were of the same descrip- 
tive properties, nothwithstanding that these words were used by the 
appellant in connection with the word “Germ-A-Foam.” 
Trape-Marxs—Opposition—Ricut To Oppose. 
The right to oppose a proposed registration does not necessarily de- 
pend on the opposer’s use of the word in question as a technical trade- 
mark. 


On appeal from a decision of the Commissioner of Patents 
affirming a decision of the Examiner of Trade-Mark Interferences 
dismissing the opposition. Reversed. For the Commissioner’s de- 
cision see 22 T.-M. Rep. 317. 


Thomas L. Mead, Jr., of Washington, D. C., for appellant. 
Eugene E. Stevens, of Washington, D. C., and Thos. S. Don- 
nelly, of Detroit, Mich., for appellee. 


Garrett, J.: This is a trade-mark opposition proceeding in 
which appellant has appealed from a decision of the Commissioner 
of Patents, affirming a decision of the Examiner of Trade-Mark 
Interferences, dismissing the opposition and adjudging appellee en- 
titled to the registration sought. 
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Following the appeal to this court, notice of which appears to 
have been filed in the Patent Office July 15, 1932, appellee, on 
August 1, 1932, entered a motion in the Patent Office to dismiss 
same, and to strike the notice from the record on the grounds 
that: 


(a) No notice of the Appeal was served upon the applicant, Adah Mae 
Dare, her attorney, or anyone on her behalf. 
(b) Rule No. 153 A of the Rules of Practice of the Patent Office was 


not complied with. 

Attached to said motion was an affidavit of appellee’s attorney, 
the purport of which is that no notice of the appeal had been 
served upon “the applicant . ... her attorney, or any one on her 
behalf,” and that opposer had failed to comply with “Rule 158 A” 
of the Patent Office. 

The Commissioner of Patents held that “Disposition of this 
motion rests with the Court,” but noted: 


. there was filed July 23, 1932, a precipe which includes as item 28, 
“Notice of Appeal,” and that a Statement is made at the bottom of the 
precipe, that, “A copy of the above precipe has been mailed to Thos. S. 
Donnelly, Esq., 728 Ford Building, Detroit, Michigan, Counsel for Adah 
Mae Dare.” 

At the hearing before us no counsel appeared representing 
appellee and the case was submitted, so far as she was concerned, 
upon the brief filed in her behalf. This brief states that, “The 
motion to dismiss [the appeal] is now urged,” and it is argued that 
the affidavit of appellee’s counsel made out a prima facie case of 
failure to comply with rule 153(a) of the Patent Office, so that 
the burden rested upon appellant to make a showing as to proof of 
service and compliance with the rule. 

The rule alluded to [153(a) jreads: 


Every paper filed in the Patent Office in contested cases must be served 
as provided in rule 154(b). This includes all appeals in such cases. 

Rule 154(b) provides different methods for serving notices “for 
taking testimony or for motions,” the fourth method being that of 
“transmission by registered letter.” 

Assuming that the foregoing rules apply to appeals to this 
court, it is our opinion that the affidavit of counsel for appellee, 
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to the effect that no copy was personally served upon him, or 
received by him, is not sufficient to overcome the presumption that 
a notice was, in fact, mailed to him in accordance with the rule, 
as stated in the excerpt quoted by the commissioner, supra. 

Accordingly, the motion to dismiss the appeal is denied. 

The application of appellee is for registration of a composite 
mark which, it is alleged, has been used by her since April 3, 1930, 
as a trade-mark for skin cream, skin tonics, astringents, muscle oil, 
and oil lotions for smoothing and softening the skin. 

The mark has a fanciful border surrounding an ornamental 
background whereon there is a silhouette of the head and shoulders 
of a young woman. Below the silhouette in somewhat fanciful 
type, arranged diagonally, are the words “Virginia Dare,” with 
what seems to be a representation of a flower beneath the words. 

In the notice of opposition appellant alleged the use, owner- 
ship and registration by it of the notation “Virginia Dare’ as a 
trade-mark for “soft drinks, food flavoring extracts, syrups for 
making soft drinks, concentrates and emulsions, de-alcoholized 
wine, and wine” beginning at a date long prior to April 8, 1930. 
Five registrations were specifically pleaded, to wit, Nos. 88,670 of 


October 15, 1912; 119,692 of December 11, 1917; 124,941 of 


March 18, 1919; 125,430 of May 20, 1919, and 129,358 of February 
7, 1920. 


Ownership of the first two of the foregoing registrations is 
alleged to have been acquired by appellant, a corporation of the 
State of New York, by the transfer of same, in connection with 
the business, to it by its predecessor in business, Garrett & Com- 
pany, also a corporation of the State of New York, which originally 
registered them, and which seems still to retain some character of 
rights therein. 

The three latter registrations were made by appellant. 

Appellant alleges that “Virginia Dare” is the dominant feature 
of its corporate name and that confusion as to origin of appellee's 
goods will result from appellee’s adoption and use of the mark. 

The marks are substantially similar, “Virginia Dare” being a 
prominent—perhaps the dominant—part of each. 
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In addition to the registration specifically pleaded in its notice 
of opposition, appellant introduced two other registrations upon 
which it relies, the first of these being the notation “Virginia Dare” 
for a “Tonic Laxative,’ No. 188,666, of September 2, 1924, and 
the latter being ““Germ-A-Foam” for “Antiseptic and Deodorant 
Compound,” No. 198,853, of May 26, 1925. In connection with 
the latter, there was introduced, as an exhibit, a label having read- 
ing matter thereon, a portion of which is “Virginia Dare Germ-A- 
Foam The Ideal Healing Antiseptic and Deodorant.” In this 
label arrangement the trade-mark “Germ-A-Foam” is made the 
prominent feature. 

There is testimony in the record that Garrett & Company began 
using the mark, “Virginia Dare,’ on wines manufactured by it, as 
early as 1891. A witness who, at the time of testifying, was an 
executive of Garrett & Company, stated that: 

. we adopted the name “Virginia Dare,” the association being that 
Virginia Dare was the first white child born in America and tradition had 
it that she was born under an old Scuppernong vine growing on Maneto 


Island off the coast of North Carolina, from which vine we were buying 
the grapes every year which went into the production of the wine. 


Subsequent to the Federal prohibition amendment, and laws 
passed in pursuance thereof, appellant applied the mark to non- 


alcoholic beverages and materials therefor, and flavoring extracts, 
as named in its notice of opposition. 


Many other registrations and exhibits were made parts of the 


record, but the foregoing are all that appear to require specific 
mention here. 


In the view which we take of the case, consideration of the use 
by appellant of the notation “Virginia Dare’ in connection with 
the registered trade-mark ““Germ-A-Foam” becomes of importance, 
since we are of the opinion that the goods upon which ““Germ-A- 
Foam” is used are of the same descriptive properties as those for 
use upon which appellee seeks to register the mark “Virginia Dare.”’ 
Malone v. Horowitz, 17 C. C. P. A. (Patents) 1,252, 41 F. (2d) 
414 [20 T.-M. Rep. 462]. 
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It is not claimed that “Virginia Dare’ has ever been registered 
for use as a trade-mark upon “Antiseptic and Deodorant Com- 
pound,” the word ““Germ-A-Foam” having been registered expressly 
for such use, but the evidence is that “the customary way of identi- 
fying [appellant’s] Germ-A4Foam” is by associating Virginia 
Dare therewith upon the label, the text of which label has been 
quoted supra. In other words, the label shows the product to be 
Virginia Dare Germ-A-Foam. This, particularly when used in 
connection with appellant’s corporate name, “Virginia Dare Extract 
Company,” serves to denote origin of the product in appellant. 

It has been often held by this court, following the decisions 
of other courts, that the right to oppose a proposed registration does 
not necessarily depend upon the opposer’s using the proposed word 
as a technical trade-mark. California Cyanide Co. v. American 
Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 F. (2d) 1008 
[20 T.-M. Rep. 266]; The Peroxogen Co. of America v. The Oak- 
land Chemical Co., 17 C. C. P. A. (Patents) 1218, 40 F. (2d) 
1006; Johnson v. Brandau, 82 App. D. C. 348; Atlas Underwear 
Co. v. B. V. D. Co., 48 App. D. C. 425. 


It is true that in the first three cases just cited the proposed 
marks were found to be descriptive of the goods to which it was 
proposed to apply them, and registration was denied for that 
reason, but the right of one who was using such words to oppose 
was distinctly upheld. 


In the last named (Atlas Underwear Co.) case, however, noth- 
ing is said of the mark being descriptive, and the right to oppose 
registration without showing trade-mark use by opposer was up- 
held, numerous authorities being cited. 

In the case of Touraine Co. v. F. B. Washburn & Co., 52 App. 
D. C. 356, 858, 286 Fed. 1020 [13 T.-M. Rep. 121], the Court of 
Appeals of the District of Columbia, in an opposition proceeding, 
declared: 


Of course, a trade-mark use of a mark is not necessary in a proceeding 
of this kind. If the opposer can show in any way that he would probably 
be damaged by its registration to the applicant he may do so. The trade- 
mark statute (section 6, 33 Stat. 726 [Comp. St. 19491]) is our chart. 
There is nothing in it which says that a person must own a trade-mark, 
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registered or not, before he can oppose the registration of the mark to 
another person. All that the statute requires of him, according to our 
interpretation, is to prove facts which, if true, would tend to show that 
he would probably be damaged by the registration. Skene v. Marinello 
Co., 270 Fed. 701, 50 App. D. C. 265; McIlhenny Co. v. Trappey, 277 Fed. 
615, 51 App. D. C. 216. 

Without discussing other phases of the case and without refer- 
ence to whether other goods upon which appellant uses its regis- 
tered mark ‘Virginia Dare,” are of the same descriptive properties 
as the goods of appellee, we think the registration sought should 
be denied upon the use shown by appellant of the word in connec- 
tion with Germ-A-Foam. Confusion of origin in the mind of the 
public, to the damage of appellant, would seem likely. 

The decision of the Commissioner of Patents is, therefore, re- 
versed. 


Bianp & Hartrievp, JJ., concur in the conclusion. 


BuiacksToNE Propvucts Co., Inc. v. GREEN BrotHers ComMPANy 
(Oppn. 11,526) 


United States Court of Customs and Patent Appeals 


April 23, 1934 


Trape-Marxs—ReGistraTion—“Tasry Lax” A  Laxarive—Descriptive 
Term. 


The word “Tasty-Lax,” used as a trade-mark on a laxative prepara- 
tion, held descriptive, and hence unregistrable. 
Trape-Marxs—Oprositrion—A Laxative PREPARATION AND A CHOCOLATE- 
coatep Yeast—Goons or Same Descriptive Properties. 
A laxative preparation held to be of the same descriptive properties 
as a chocolate-coated yeast, possessing therapeutic qualities. 

On appeal from a decision of the Commissioner of Patents, 
affirming a decision of the Examiner of Interferences refusing to 
register a trade-mark. Affirmed. For the Commissioner’s decision 
see 22 T.-M. Rep. 361. 


Israel R. Paris, of Washington, D. C., for appellant. 


No appearance for appellee. 
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GranaM, P. J.: The appellant filed its application in the 
United States Patent Office on March 2, 1931, for the registration 
of a trade-mark used by the appellant in connection with the sale 
of a laxative prepared with chocolate. The mark sought to be 
registered was the compound word 

TASTY-LAX 
Laxative 

The examiner required the disclaimer of the word “Laxative.” 

The appellee, Green Brothers Company, filed notice of opposi- 
tion to the trade-mark registration, the ground of the opposition 
being that the opposer was the owner of, and had used the trade- 
mark “Tastyeast” in connection with the sale of a chocolate-coated 
yeast, claimed to possess certain therapeutic properties, and that 
said mark had been used by the opposer in its business, in interstate 
commerce, since May 11, 1927. The opposer also alleged that the 
goods of the parties were of the same descriptive properties, and 
that the registration which was sought would be likely to cause 
damage to the opposer. 

The applicant thereupon moved to dismiss the notice of oppgsi- 
tion upon the face of the record, alleging that there was no simi- 
larity of the marks, either as to sound or appearance, shown. ‘The 
motion to dismiss was denied and the applicant filed an answer 
denying the material allegations of the notice. Registration was 
refused by the Examiner of Interferences, and upon appeal this 
decision was affirmed by the assistant commissioner. 

The mark “Tastyeast’”’ was registered in the United States 
Patent Office on February 20, 1905, and was accompanied by a dis- 
claimer as to the syllable ‘““Tast” and the word “Yeast” apart from 
the mark as shown. No testimony was taken by the respective 
parties. 

In view of the recent announcements of this court, it cannot 
be doubted that, so far as this jurisdiction is concerned, the goods 
are of the same descriptive properties. Both products are claimed 
to have therapeutic and medicinal values. Whether yeast is, or is 
not, a laxative, as is argued by counsel, is not important, in the 
view we take of the case. 
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The following goods have been held by us to be of the same 
descriptive properties: A mouth wash and general antiseptic and 
cold creams, and the like, Malone v. Horowitz, 17 C. C. P. A. 
(Patents) 1252, 41 F. (2d) 414 [20 T.-M. Rep. 462]; a prepara- 
tion to remove substances from toilet bowls and a liquid prepara- 
tion for cleaning fabrics, Langfield v. Solvit-All Corp., 18 C. C. 
P. A. (Patents) 1813, 49 F. (2d) 480 [21 T.-M. Rep. 264]; 
medicines and foods for bird and animal pets, Heger Products Co. 
v. Polk Miller Prod. Corp., 18 C. C. P. A. (Patents) 1106, 47 
i, (2d) 966 [21 T.-M. Rep. 180]; a liquid disinfectant and soap 
powder, The Procter & Gamble Co. v. Prescott Co., 18 C. C. P. A. 
(Patents) 1433, 49 F. (2d) 959 [21 T.-M. Rep. 314]; coal and 
fuel oil, Harlan-Wallins Coal Corp. v. Trans. Oil Co., 20 C. C. 
P. A. (Patents) 944, 64 F. (2d) 122 [23 T.-M. Rep. 208]; sanitary 
napkins and antiseptic powder, Rotex Surg. Ap. Co. v. Kotex Co., 
18 C. C. P. A. (Patents) 746, 44 F. (2d) 879 [21 T.-M. Rep. 21]. 

It is argued by appellant that inasmuch as the opposer has dis- 
claimed the parts of its mark “Tast” and “Yeast,” there is no con- 


fusing similarity between the two marks, “Tasty-Lax” and 


“Tastyeast.” In view of the character of the mark which the ap- 
pellant seeks to register, it will not be necessary to discuss further 
the question of confusing similarity. 


The mark which the appellant seeks to register, “Tasty-Lax,” 
is, clearly, descriptive, and hence may not be registered, in view 
of the language of section 5 of the trade-mark act of February 20, 
1905, as amended. The common meaning of the noun, “lax,” as 
defined by Webster's New International Dictionary (1982) is: “An 
aperient; a laxative.” Both syllables of the compound word ex- 
actly describe the qualities of the product. 

The right, ex parte, of an applicant to register his mark, may 
be disposed of in an opposition proceeding: California Cyanide Co. 
v. American Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 
F, (2d) 1003 [20 T.-M. Rep. 266]; Etablissements Rene Beziers, 
etc., v. Reid, Murdoch & Co., 18 C. C. P. A. (Patents) 1340, 48 
F. (2d) 946 [21 T.-M. Rep. 253]; California Canneries Co. v. 
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Lushus Products Co., 18 C. C. P. A. (Patents) 1480, 49 F. (2d) 
1044 [21 T.-M. Rep. 520]. 

While our conclusion is based upon somewhat different ground, 
we conclude that the decision of the Commissioner of Patents in re- 
fusing registration is correct and it is affirmed. 


Hatrietp, J., did not participate. 


Kny-ScHEERER CoRPORATION v. AKTIENGESELLSCHAFT Fir 
FEINMECHANIK, VoORMALS JETTER & SCHEERER 


In the United States Patent Office 
April 19, 1933 


Two Cases 


Case One, Opposition No. 12,525 


Trapve-Marks—ReEcIistraTIon—Opposirion—Goops oF Same Descriptive 
PROPERTIES. 

Shears, pliers, tweezers, forks, razors, safety razors, safety razor 
blades and hair clippers, held to be of the same descriptive properties 
as chirurgical and medicinal instruments and steel knives, shears, 
scissors, razors, files, hair clippers, chisels and gouges. 

Clarence G. Campbell, of New York City, for opposer. 
Harold D. Penney, of New York City, Thomas L. Mead, Jr., of 


Washington, D. C., and Elmer Stewart, for applicant. 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences sustaining an opposition 


filed by Kny-Scheerer Corporation against the registration by the 
applicant, Aktiengesellschaft fiir Feinmechanik, Vormals Jetter & 


Scheerer, of the trade-mark “Aesculap” for use on shears, pliers, 
tweezers, forks, razors, safety razors, safety razor blades, and hair 
clippers. 

The opposer relies upon its prior registration of the same mark 
for use on chirurgical and medicinal instruments (Reg. No. 34,826 
of June 26, 1900); and steel knives, shears, scissors, razors, files, 
hair clippers, chisels and gouges (Reg. No. 289,260 of November 
24, 1981). 
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The appellant disputes the ownership of these marks by the 
opposer and additionally sets up its ownership of Reg. No. 269,353 
granted it on April 1, 1930, for use on hospital and surgical 
furniture. 

The case at bar is one of a series between the same parties now 
pending before this Office, all of them having grown out of the dis- 
puted ownership of trade-marks they once enjoyed in common. 

Before the war the appellee was the American representative of 
the German-owned appellant company. During the war came 
seizure of the marks by the Alien Property Custodian and the 
eventual transfer of them to the appellee. In cancellation proceed- 
ing No. 2825, Registration No. 269,353 (see 23 T.-M. Rep. 166), 
was involved and this tribunal held that the Patent Office records 
show that trade-mark Registration No. 34,826 of June 26, 1900, 
for the same mark for use on goods of the same descriptive prop- 
erties as those involved in that case, and also in the case at bar, is 
owned by the appellee, Kny-Scheerer Corporation; likewise, that 
the appellee is entitled to have cancelled Registration No. 269,358. 
In view of this prior holding and in the light of the fact that the 
goods here involved are deemed to be of the same descriptive prop- 
erties, it is accordingly adjudged that the appellee, Kny-Scheerer 
Corporation, is entitled to oppose successfully the registration here 
being sought by the appellant, Aktiengesellschaft fiir Fein- 
mechanik, Vormals Jetter & Scheerer. 

In closing it may be mentioned that the applicant contends that 
the opposer has failed to show actual confusion. It is well under- 
stood that likelihood of confusion may and will be presumed from 
the similarity of the marks and that actual confusion need accord- 
ingly not be shown. Traub Manufacturing Company v. Harris & 
Company, 53 F. (2d) 416, 19 C. C. P. A. (Patents) 704, 414 O. G. 
8, 1982 C. D. 38 [20 T.-M. Rep. 497]; The American Products 
Company v. Leonard, 53 F. (2d) 894, 19 C. C. P. A. (Patents) 
742, 415 O. G. 8, 1982 C. D. 78 [22 T.-M. Rep. 64]; Hellman v. 
Oakford & Fahnestock, 64 F. (2d) 4238, 19 C. C. P. A. (Patents) 
816, 417 O. G. 848, 1982 C. D. 160 [22 T.-M. Rep. 18]; Miller 
Becker Company v. King of Clubs, 56 F. (2d) 883, 19 C. C. P. A. 
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(Patents) 1024, 420 O. G. 3, 1932 C. D. 294 [22 T.-M. Rep. 208]; 
Derby Oil Co. v. White Star Refining Co., 62 F. (2d) 984, 20 C. C. 
P. A. (Patents) 815, 429 O. G. 75 [23 T.-M. Rep. 97]. 


The decision of the Examiner of Trade-Mark Interferences is 


affirmed. 


Case Two, Cancellation No. 2556 


Trape-Marks—CancetLtation—“J” & “S” As MonocraPH anp Worp 
“Jesco”—ConFuiicTiInc Marks. 

A mark consisting of the device of a staff and a serpent with the 
letter “S” around staff, the word “Jesco” with a design consisting of a 
Greek cross resting upon a circle and the letters “J” and “S” in the 
form of a monograph, held to be confusingly similar to a mark consist- 
ing of a staff and serpent, the serpent being arranged in the form of 
the letter “S” around the staff, which is surmounted by a crown, par- 
ticularly as the goods on which the marks are used are comparatively 
small and the marks, therefore, much reduced in size when applied 
thereto. 


Clarence G. Campbell, of New York City, for opposer. 
Emil Bonnelycke, of Washington, D. C., for applicant. 


Spencer, F, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Mark Interferences granting a petition for can- 
cellation of trade-mark Registration No. 272,668 of July 8, 19380. 

The sole ground of appeal is that the Examiner of Trade-Mark 
Interferences erred in holding that the mark of the respondent so 
nearly resembles the mark of the petitioner that confusion in trade 
is likely to occur from the concurrent use of both marks. The mark 
disclosed in the registration sought to be cancelled consists of the 
relatively large letters “J” and “S” displayed in the form of a 
monegraph, above which appears the notation “Jesco” together with 
a design consisting of a Greek cross resting upon a circle. The 
petitioner here relies upon prior registrations disclosing a mark 
comprising as a dominating feature a staff and a serpent, the 
serpent being arranged in the form of the letter “S’’ around said 


staff, the latter being surmounted by a crown. These prior regis- 
trations are No. 17,761 of April 15, 1890; No. 61, 298 of March 12, 
1907; and No. 65,359 of September 24, 1907. 
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When the marks here involved are enlarged and microscopically 
inspected, distinctions between them become at once apparent. For 
instance, the petitioner does not employ the word “Jesco” of the 
respondent’s mark, nor does the latter employ the crown of the 
petitioner's mark. ‘The respondent has replaced the staff by the 
letter “J’’ and the serpent by the letter “S.” The petitioner does 
not employ the ball and cross shown in the applicant’s mark. All 
of these distinctions are observed, but they fail to alter the con- 
clusion that the marks are confusingly similar. The practice of 
dissecting marks to discover distinctions between them has long 
been criticized by the courts, Apex Electric Mfg. Co. v. Landers, 
Frary § Clark, 41 F. (2d) 99, 18 C. C. P. A. (Patents) 555, 398 
O. G. 708, 1930 O. G. 461 [20 T.-M. Rep. 321]; E. Daltroff § 
Cie v. V. Vivaudou, Inc., 58 F. (2d) 586, 19 C. C. P. A. (Patents) 
715, 414 O. G. 7, 1982 C. D. 45 [21 T.-M. Rep. 632]; Vick 
Chemical Co. v. Cordry, 54 F. (2d) 428, 19 C. C. P. A. (Patents) 
828, 417 O. G. 271, 1982 C. D. 144 [22 T.-M. Rep. 26]; Edwin L. 
Wiegand Co. v. Arthur S. Prybeski, 15 U. S. Pat. Q. 120; Purez 
Corp., Ltd. v. United Drug Co., 21 C. C. P. A. (Patents) —, 439 
O. G. 269 [24 T.-M. Rep. 17]. 

Furthermore, in the instant case, the goods upon which the 
marks are used are comparatively small and naturally the marks 
become extremely small when affixed to the goods. When so re- 
duced, the distinguishing features fade away and the resemblances 
become pronounced; thus, the shank of the letter “J” becomes the 
staff of the petitioner's mark, the letter “S” becomes the serpent, 
and the remaining indicia displayed at the top of the letter “J” 
become the crown. 

When thus reduced in size it becomes at once apparent that the 
unwary purchaser would likely be confused by the concurrent use 


of both marks on goods of the same descriptive properties. 
The decision of the Examiner of Trade-Mark Interferences is 


affirmed. 


Note.—It is deemed best to give the two foregoing decisions in full in 
order that they may be read in connection with a related decision in the 
same litigation reported in the March, 1934, issue (24 T.-M. Rep. 75).—Ep. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Act of 1920—Non-eaclusive Use 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1920, a certain trade-mark, on the ground 
that she did not have the exclusive use during the one year preced- 
ing the filing of the application which is required by the statute. 

In his decision, after stating that it appeared from the record 
that another party of the same name had filed an application to 
register the same mark under the Act of 1905, that the trade-mark 
as disclosed in both applications was used only in a single business 
and that the other applicant had transferred the trade-mark to- 
gether with the business to this applicant and the 1905 application 


was subsequently abandoned, the First Assistant Commissioner 
said: 


In addition to these facts being extremely difficult to understand, a still 
further perplexing point is that both parties have the same surname, the 
same attorneys, and the same address. Under such circumstances there 
appears to be no reason why the office should attempt to unscramble these 
intertwined applications and seek to find some possible reason justifying 
the allowance of either. Rather does it appear that the burden is on the 
applicant to distinguish clearly between the two applications and, since 
only a single business is involved, elect which one it will prosecute. 


He then said: 


As it happened, the application of the other applicant became abandoned 
on March 9, 1934, and, if it is the intention that such application shall 
remain abandoned, a statement by the other applicant to that effect would 
change the picture somewhat but could not result in the allowance of 
applicant’s case for reasons about to be explained. 


<2 * * 


However, in the case at bar, the other applicant stated, under oath, that 
he was using the mark continuously during the crucial period. In the 
case of Ex parte Anchor Saw Mills Co., 156 Ms. D. 516, it was held that 
neither of two applications pending at the same time for registration of the 
same mark for the same goods, both presented under the 1920 Act, was 
entitled to be allowed. In the case at bar, the portent of this rule is 
deserving of even stronger application in view of the relationship of the 
parties and the fact that the same attorneys represent both applicants.’ 


* Ex parte Florence Rosen, Ser. No. 333,198, 159 M. D. 197, March 29, 
1934. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 
Spencer, F. A. C.: Held that the Pennsylvania Petroleum 
Company was not entitled to register, under the Act of 1905, the 
term “Pencoil’”’ as a trade-mark for motor lubricating oil, in view 
of the prior adoption and use by The Pennzoil Company of the 
term “Pennzoil’’ with a liberty bell in the background, as a trade- 


mark for the same goods; and that the registration which the 
former had obtained should be cancelled. 


The ground of the decision is that the goods are the same, the 


marks are confusingly similar, and The Pennzoil Company was the 
first to adopt and use its mark. 


With reference to the attempt to establish by a dissected com- 


parison of the two marks that they are not confusingly similar, the 
First Assistant Commissioner said: 


In many cases involving the question of confusing similarity, there is 
repeatedly displayed a tendency towards complexity resulting from micro- 
scopic examination and intricate dissection of the marks. This practice 
tends to obscure rather than to clarify and must be criticized. The marks 
must be examined in their entirety. (Citing decision.). . .. The manner in 
which the respondent seeks to break down the petitioner’s mark seems to 
be argumentative of the invalidity of the latter. However, in a proceeding 
of this kind, the validity of the mark is not material. (Citing decisions.) 
.. . Examining the marks in their entirety, it is obvious that the word 
“Pennzoil” constitutes the predominating part of the petitioner’s mark 
and that it is confusingly similar to the respondent’s mark “Pencoil.” 
This conclusion is reached despite the contention of the respondent that 
the Liberty Bell comprises the predominating part of the petitioner’s mark. 
The latter is not a part of the name when spoken and frequently, according 
to testimony, the word “Pennzoil” is used without the bell. The word 
standing alone has even been registered as a trade-mark (Reg. No. 111,759 
granted August 1, 1916). 


With respect to the argument of respondent that it had em- 
ployed its mark exclusively in fourteen states and therefore there 
could be no damage to petitioner by respondent continuing its use 
there, he said: 


It is not necessary to refer to the record to learn whether it supports 
the contention of the respondent in this respect. It is sufficient to state 
that the cases relied on by the respondent, namely, Hanover Star Milling 
Co. v. Metcalf, 224 O. G. 1407, 1916 C. D. 265, 240 U. S. 403 [6 T.-M. Rep. 
149]; United Drug Co. v. Rectanus Co., 257 O. G. 1082, 1918 C. D. 369, 248 
U. S. 90 [9 T.-M. Rep. 1], have no application to proceedings for cancella- 
tion of registered trade-marks and, hence, have no bearing upon the case at 
bar. (Citing decision.) 
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He then said: 


In these days when the facilities for travel, communication, and adver- 
tising are so widespread, it is doubtful if confusion will be avoided by the 
establishment of artificial territorial boundaries. The mails, railroads, and 
the radio never observe such boundaries and as long as they are constantly 
moving and disseminating information into one territory as well as the 
other, confusion is certain to result. Let us for a moment regard the 
application of these observations to the case at bar. Both the petitioner 
and the respondent supply an itinerant or perambulating community, 
namely, the drivers of machines whose very purpose is to facilitate travel 
and transportation. One day a customer of the petitioner may find him- 
self in the territory of the respondent and the next day be back in the 
locality occupied by the former. Particularly in a case such as the one 
here at bar, in which the purchasing public is a traveling public as well, 
the establishment of territories to be occupied by the respective parties 


fails to accomplish the purpose intended by the statute, namely, the 
avoidance of confusion. 


With reference to the argument that petitioner had shown no 
such interest in the mark “Pennzoil” as entitles it to apply for can- 
cellation of another mark, he said: 


The respondent further asserts that the petitioner has no interest in the 
mark “Pennzoil” such as entitles it to apply for cancellation of a confus- 
ingly similar mark. Here again the respondent is in error. The statute 
gives any person who shall deem himself injured the right to petition for 
cancellation and this provision is broadly construed, United States Shoe 
Machinery Corp. v. Compo Shoe Machinery Corp., 56 F. (2d) 292, 295, 
19 C. C. P. A. (Patents) 1009, 421 O. G. 4, 1932 C. D. 349 [22 T.-M. Rep. 
160]. The record shows conclusively that the petitioner employs the mark 
“Pennzoil” in its business and the rule is well established that a petitioner 
in a cancellation proceeding need not enjoy the erclusive use of the mark. 


With reference to the argument as to respondent’s laches, he 
said: 


Lastly, it is urged by the respondent that the petitioner is estopped by 
laches. The cases clearly establish the rule that mere acquiescence in the 
use of one’s trade-mark by another, even though it may be for an extended 


period, will not in itself bar the owner from asserting the right to such 
trade-mark at any time.’ 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the words “Ground Gainer’ im- 
printed within an arrow, with the picture of a man in the back- 
ground, as a trade-mark for shoes, in view of the prior registration 


* Pennzoil Company v. Pennsylvania Petroleum Co., Cane. No. 2,025, 159 
M. D. 187, March 12, 1934. 
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(registration No. 199,084) of the words “Ground Gripper” as a 
trade-mark for the same goods, on the ground that the marks are 
confusingly similar. 

In his decision the First Assistant Commissioner said: 


It is believed that the Examiner is sound in his conclusion. The two 
marks are extraordinarily similar in sound, in appearance, and in sig- 
nificance. The applicant seeks to dissect the two marks, discard the word 
“Ground” from each, and rely upon the distinction in meaning between 
the words “Gripper” and “Gainer.” This practice must be condemned. 
It is a well established rule that no longer is it proper to dissect and sub- 
ject to microscopic investigation the marks of the parties (citing de- 
cisions). 


With reference to the argument that the present case is dis- 
tinguished from the cases cited because the adjudicated marks had 
fundamentally the same meaning whereas the marks above referred 
to have different meanings, he said: 


There are two answers to this contention: In the first place, this 
tribunal is of the view that “Ground Gripper” and “Ground Gainer” are 
of substantially the same significance when applied to shoes. Taken at 
face value, one of them means that the product grips the ground and the 
other that it gains ground. In view of the predominant part played by 
the word “ground” in both definitions, it is clear that in meaning the words 
are much the same. In the second place, it is concluded that there is no 
logical basis for the rule that the applicant seeks to establish, namely, that 
there can be no confusing similarity between marks compounded of two 
common and well-known English words, the first half of the marks being 


identical, provided that the last half of such marks are of different 
meaning.® 


Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the term “Air-Washed,” as a 
trade-mark for bird seed, on the ground that the term is merely 
descriptive of the goods and that it does not function to indicate 
source or origin. 


With reference to the question of descriptiveness, the First As- 
sistant Commissioner said: 


It is apparent from the record that in the preparation of the applicant’s 
product the seeds “are merely put through an air blower apparatus for the 
purpose of removing chaff and other intermingled foreign matter.” The 
term “wash” means to cleanse by any effective agency and, accordingly, 

*Ex parte Samuel Brilliant, Ser. No. 324,650, March 22, 1934. 
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to characterize a product as being “air-washed” is to indicate that it has 
been cleansed by air. Obviously and admittedly, applicant’s product has 
been so cleansed. 

In its brief, the applicant contends that “the seeds themselves are not 
cleansed at all, in the sense that any adherent grime or dirt is removed 
from them.” It is not deemed pertinent or desirable to indulge in meta- 
physical arguments of this nature. The purchaser never does and it is his 
interests that are being protected in these proceedings. 


With reference to the second ground of rejection, he said: 


From the facsimiles filed with the application it appears that the front 
of applicant’s container is marked in the following manner: The panel is 
colored red and in the center is a picture of a canary. At the top of the 
panel appears in large letters the word “French’s” and at the bottom the 
words “Bird Seed” also in large letters. Immediately above the latter 
appears the term “Air-Washed” in print that is comparatively very small. 
Ownership or origin is obviously designated by the term “French’s” and 
the inconspicuous appellation “Air-Washed” is indicative merely of the 
manner in which the product has been prepared.‘ 


*Ex parte The R. T. French Company, Ser. No. 336,902, 159 M. D. 184, 
March 1, 1934. 














UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible te ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law atrecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 





